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SIR: 

This second renewed petition for revival of United States Application No. 08/750,641 
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C"64r') abandoned unintentionally ("Second Renewed Petition"), and an accompanying one (1) 
month extension of time, is in response to the second petition dismissal ("Second Dismissal") 
mailed by the USPTO on April 17, 2009. Favorable consideration of this petition is respectfully 
requested. 

A sununaiy of the additional information and docimients required in the Second Dismissal 
begins on page 2. 

A response specific to the Second Dismissal begins on page 3. 

Background facts and law begin on page 7. 

Discussion of tbe facts and law begins on page 25. 

A conclusion and a summary of petition contents begins on page 27. 
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SECOND RENEWED PETITION UNDER 37 CFR l,137fb^ 

SIR: 

This second renewed petition for revival of United States Application No. 08/750,641 
('"641") abandoned unintentionally ("Second Renewed Petition"), and an accompanying one (1) 
month extension of time, is in response to the second petition dismissal ("Second Dismissal") 
mailed by the USPTO on April 17, 2009. Favorable consideration of this petition is respectfully 
requested. 

A simmiary of the additional information and documents required in the Second Dismissal 
begins on page 2. 

A response specitic to the Second Dismissal begins on page 3. 

Background facts and law begm on page 7. 

Discussion of the facts and la\y begins on page 25. 

A conclusion and a smnmary of petition contents begins on page 27. 



SUMMARY OF USPTO REQUIREMENTS IMPOSED IN SECOND DISMISSAL 



According to the Second Dismissal, Applicants' submission of December 10, 2008 ("First 
Renewed Petition") "lacks items (1) and (3)," i.e., "(1) the required reply, unless previously filed" 
and "(3) a statement that the entire delay in filing the required reply firom the due date for the reply 
until the filing of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional." (Second 
Dismissal at 1.) The Second Dismissal also indicates that "more informationds reqiiired* 
[specificMy for] the tSme^^ firom 2G04^to 2008. -'Petitioner is required to explain in detail the 
delay from the filing of the' Information Disclosure Statement on September 10, 2004 until the 
filing of the petition on August 6, 2008." Clarification regarding power of attomey for the 
application at issue was also requested. 

It is noted that a fixst petition dismissal ("Dismissal") was mailed by the USPTO on 
September 10, 2008, and that the Dismissal similarly found that Applicants' original petition filed 
August 6, 2008 ("Original Petition") lacked a "required reply" and "a statement that the entire 
delay in filing the required reply from the due date for the reply until the filing of a grantable 
petition pursuant to 37 CFR 1.137(b) was unintentional." (Dismissal at 1.) The Dismissal also 
indicated that "there is a question as to whether either the abandonment or the delay in filing a 
petitionunder 37 CFR 1.137 was unintentional." (Id) Accordingly, the Dismissal requested 
fiirther information as to "the delay in reply that originally resulted in the abandoimient" and "the 
delay in filing an initial petition pursuant to 37 CFR 1.137(b) to revive the application." 
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RESPONSE TO PARTICULAR ISSUES RAISED IN SECOND DISMISSAL 



Applicants' respectfiilly submit that their First Renewed Petition contained "items (1) and 
(3)," i.e., "(1) tiie required reply, unless previously filed" and "(3) a statement that the entire delay 
in filing the required reply firom the due date for the reply until the filing of a grantable petition 
pursuant to 37 CFR 1.137(b) was unintentional." These items are included in this Second 
Renewed Petition for the Examiner' s convenience. 

Applicants' also respectfully submit that their First Renewed Petition contained sufficient 
detail regarding the 2004-08 time period. Nevertheless, to fiirfher address the Office's concerns, 
this Second Renewed Petition reorganizes previously presented information to address the 
September 10, 2004 to August 6, 2008 period of question. 

Pursuant to the OjBfice's comments in the Second Dismissal, clarified Power of Attomey 
information has been filed with the USPTO. 

In fiirther response to the Office's concerns, this Second Renewed Petition newly provides 
a. declaration fi*om arfppaer KeHyon attorney, William E. Curry, who, in the 2003-2004 timefi:anie,^ 
filed a Request for Status and two Information Disclosure Statements. Accordingly, this Second 
Renewed Petition now contains five (5) declarations from registered patent attomeys who were at 
some time involved in the prosecution and/or attempts to determine the disposition of '641 . As 
evidenced by these five declarations, as well as two others from Kenyon staff, Kenyon and its 
attomeys believed that at all times it had met all outstanding Office requirements, and that the next 
action was to be taken by the USPTO. Any delay in discovering the abandoned status of the '641 
application was unfortunate, but completely unintentional. Factors contributing to delay in the 
period after September 10, 2004 include: 
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1) In or about March of 1999, Kenyon's Washington, DC office experienced its first (and 
only) change of address.^ At that tune, Kenyon moved its DC office firom 1025 Connecticut 
Avenue, NW, to 1500 K Street, NW. (O'Dowd Decl. ^ 19.) While Kenyon was eventually able to 
change the correspondence address for the many applications then handled by Kenyon' s 
Washington, DC office, as of March of 2000, the USPTO did not recognize the correspondence 
address of '641 as being 1500 K Street, NW.^ Correspondingly, as is clearly evidenced by a paper 
in the USPTO's paper file. Applicants did not receive a Notice of Allowability for '641 which was 
mailed on April 17, 2000 (Paper #16). (O'Dowd Decl. If 26.) Subsequently, the '641 application 
went abandoned, as evidenced by a Notice of Abandonment mailed by the USPTO on September 
13, 2000 (Paper #17). (O'Dowd Decl 1 30.) 

2) In 2000, two key Kenyon attorneys left the firm. The Kenyon partner to whom '641 
USPTO correspondence was addressed, Frank Pietrantonio, left employment with Kenyon on May 
1, 2000. (O'Dowd Decl. H 13.) In addition, the associate who appeared to have performed all of 
the prosecution work for '641, Sterlon Mason, left Kenyon on July 21, 2000. (O'Dowd Decl, ^ 
12.) The departure of these attorneys greatly reduced Kenyon's institutional knowledge regarding 
'641. 

3) In 2000, the USPTO temporarily lost the '641 file. According to a note in Kenyon's 
'641 paper file, the USPTO reported the '641 file as lost on November 27, 2000. (O'Dowd Decl. 
^ 39.) Additional evidence that the '641 paper file was lost is provided by Paper #19 in the 

* A March 1999 move date is partially evidenced by comparing Paper #8 and Paper #10 of the '641 application. 
Paper # 8, received by the USPTO on March 17, 1999, uses the 1025 Connecticut Avenue NW address. Paper 
#10, received by the USPTO on October 12, 1999, uses the 1500 K Street NW address. The March 1999 move 
date is also evidenced by the undeliverability of the April 17, 2000 Notice of Allowability (Paper #17), as 
evidenced by a paper stamped April 27, 2000 in the USPTO's '641 paper file. It is well known that the United 
States Postal Service (USPS) ceases the forwarding of mail one year after a move date. While Paper #17 was not 
forwarded to Kenyon's 1500 K Street NW address, an advisory action dated February 29, 2000 (Paper #13) was 
received by Kenyon, presumably from the USPS. 

^ However, by that time. Papers #10, 12, 14, and 15 had been filed bearing the 1500 K Street NW address. 
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USPTO's '641 file wrapper, i.e., while the Change of Correspondence Address document given 
the designation of Paper #19 is dated October 30, 2000, it was not entered until June 12 of some 
undetermined year (presumably 2001, 2002, or 2003). Kenyon was orally informed of the loss of 
the '641 file on January 12, 2001, (O'Dowd DecL If 39.) To confirm the loss of the file, on or 
about February 8, 2001, at least one of two Kenyon staff members having a Power to Inspect and 
Make Copies (signed by John C. Altmiller) personally traveled to the USPTO in an unsuccessful 
attempt to ruspect the USPTO paper file. (O'Dowd Decl. f 40.) Subsequently, a File 
Reconstruction request, including a copy of the application as filed, was provided on or about 
March 23, 2001 to the USPTO by Mark H. Neblett of Kenyon. (Neblett Decl. f^f 5-7.) 

4) In 2003 and 2004, the USPTO failed to respond to two Status Inquiry requests filed by 
Kenyon attomeys. (O'Dowd Decl. Tf^f 45-47, 52-53; Altmiller Decl. Tf 22.) These requests were 
filed on September 8, 2003 (signed by John C. Altmiller) and on September 15, 2004 (signed by 
William Curry). (Id) 

5) In or about 2004, most or all of the co-pending applications related to * 641 were 
allowed by foreign patent offices. While these related foreign applications were pending, Kenyon 
would periodically receive prior art fi-om these foreign prosecutions which triggered the necessity 
of filing an Information Disclosure Statement (EDS). For example, an IDS was filed by Kenyon 
on September 9, 2004 which provided "references cited in the European Search Report of a related 
European Patent Application." (See O'Dowd Decl. T|51.) It is believed that the filing of this IDS 
prompted the filing of the September 15, 2004 status request by William Curry. (See O'Dowd 
Decl.. 1 52.) 
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6) In early 2007, William E. Curry and John C. Altmiller ceased employment with 
Kenyon. {See O'Dowd Decl. 54-55.) Again, institutional knowledge regarding '641 was lost 
to Applicants. 

7) Kenyon' s electronic docketing system categorized the loss of the file by the USPTO as 
"PTO lost file-awaiting OA." (Russo Decl. ^ 5.) Such has been the status of '641 in Kenyon's 
electronic docketing system since at least July 15, 2002. (Id,) Such a status conveys to a 
prosecuting attomey, particularly a prosecuting attomey having no prior knowledge of '641, that 
no action need be taken since the USPTO is attempting to find and/or reconstruct the file. (Russo 
Decl. Tf 6.) Furthermore, because the attomey is only "awaiting" an office action, there is nothing 
in the description to prompt the attomey to take immediate action. 
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BACKGROUND FACTS AND LAW^ 

This Second Renewed Petition Meets At Least the Minimum Requirements Under 37 
CFR 1.137(b). 

As specified in the Dismissal: 

A grantable petition under 37 CFR LI 3 7(b) must be accompanied by: 

(1) the required reply, 

(2) the petition fee, 

(3) a statement that the entire delay in filing the required reply firom the due date for 
the reply until the filing of a grantable petition pursuant to 37 CFR 1.137 was 
unintentional, and 

(4) a terminal disclaimer and fee if the application was filed on or before June 8, 
1 995 or if the application is a design application. 

(Dismissal at 1.) 

As to minimu m requirement (1), this renewed petition contains the "required reply," i.e., 
the payment of the issue fee for United States Application No. 08/750,641 ('"641"), as well as 
replacement formal drawing sheets."* 

Regarding minimum requirement (2), the proper petition fee was paid with the Original 
Petition. 

Concerning minimum requirement (3), Applicants' affirmatively state that the entire delay 
in filing the required reply for *641 firom the due date for the reply until the filing of a grantable 
petition pursuant to 37 CFR 1.137(b) was unintentional. 

As to minimum requirement (4), '641, a utility application, was filed after June 8, 1995, 
and is thus not subject to the terminal disclaimer requirement. 



This section is essentially identical to information already provided to the OfBce in the First Renewed Petition. 
The Examiner, however, is directed to some minor changes made in Hlf 30-35, i.e., paragraphs relating to the Status 
Requests and the Infonnation Disclosure Statements jBded by William E. Curry, and Tflf 49-53, which relate to the 
Second Dismissal and the filing of this Second Renewed Petition. 

^ Figures 1 and 13 are corrected by moving the legend to xmder the figure, as requested in the PTO-948. Figures 
15(A) and 15(B) are corrected by moving the figure such that a 2.5 cm upper margin is obtained. Annotated 
original sheets are included, along with replacement sheets. 
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Accordingly, Applicants' respectfully submit that the minimuna requirements for a 
grantable petition under 37 CFR 1.137(b) have been met, and that the USPTO should exercise its 
discretion in favor of granting this renewed petition. 

There is no legal requirement that the USPTO consider additional information for 
the granting of this Second Renewed Petition. 

37 CFR 1.137(b) specifies that "[t]he Director may require additional information where 

there is a question whether the delay was unintentional" (emphasis added). By the use of the term 

"may," 37 CFR 1.137(b) clearly indicates that there is no affirmative legal requirement for the 

USPTO to require additional information in any petition filed under the 1 .137(b) unintentional 

standard, let alone, this Second Renewed Petition. 

The MPEP indicates that Petitions Examiners have the discretion to require 
additional information for the granting of petitions under 37 CFR 1.137(b), but are not 
mandated to do so. 

As set forth in MPEP 71 1.03(c)(III)(D), "[w]here a petition pursuant to 37 CFR 1.137(b) is 
not filed within 1 year of the date of abandonment of the application . . . the Office may require 
[fiirther information and showings]" (emphasis added). This is in contrast to petitions filed imder 
the unavoidable standard. For petitions filed under 37 CFR 1.137(a), MPEP 71 1.03(c)(III)(D) 
affirmatively states that the USPTO "will require" (emphasis added) fiirfher information and 
showings. Accordingly, a Petitions Examiner is clearly given the discretion as to whether 
additional information will need to be required and/or considered for petitions filed under the 
unintentional standard of 37 CFR 1 .137(b). 
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Because Applicants filed a reply to a USPTO request within 1 year of the date of 
abandonment, the USPTO should withdraw its implicit holding that 'Hhere is a question as 
to whether either the abandonment or the delay in filing a petition under 37 CFR 1.137 was 
unintentional," and should grant this Second Renewed Petition without the consideration of 
additional information* 

As an Examination policy, the USPTO does not generally question whether there is 
intentional delay if a petition under 37 CFR 1 . 1 37(b) is filed within three months of the 
notification of abandonment and within one year of the date of abandonment. See MPEP 
711 .03(c)(III)(D). While the Original Petition was indeed filed over one year after the date of 
abandonment, as set forth below, Applicants did attempt to correspond with the USPTO at least 
six times within one year of the abandonment of the application on July 1 8, 2000, yet were unable 
to gain information from the USPTO that the *641 application had abandoned. (O'Dowd Decl. Tf^f 
33-44; Altmiller Decl. flf 14-19; Neblett Decl. 4-7.) 

Following the filing of a Continued Prosecution Application (CPA) on March 15, 2000 
(O'Dowd Decl. ^ 21), and the filmg of a Preliminary Amendment on March 29, 2000 (O'Dowd 
Decl. f 23), Applicants failed to receive a Notice of Allowance mailed on April 17, 2000 
(O'Dowd Decl. ^ 26). As a result, the '641 application became abandoned as a matter of law on 
My 18, 2000. Presxmiably because of concerns that a USPTO response had not been received by 
Applicants, Kenyon & Kenyon LLP ("Kenyon") began a series of contacts and correspondences 
with the USPTO. 

For example, less than six months after the abandonment date, on January 12, 2001, Cathy 
Ryan at Kenyon leamed from a "[cjonversation w/ group receptionist" that the USPTO file for 
'641 was reported lost on November 27, 2000, the last known destination for the file being "the 
file repository." Cathy Ryan also left a message with Examiner O. Hemandez at 10:45 AM. The 
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Examiner called back at 2:45 "to verify that file is in Depository." There is no evidence the 
Examiner informed Cathy Ryan of the abandoned status of the application.^ (O'Dowd Decl. ^ 39.) 

Less than one month later, on February 8, 2001, at least one Kenyon employee attempted 
to make copies of the file wrapper, but was informed that the file wrapper was lost. {See O'Dowd 
Decl. \ 40.) There is no evidence that this Kenyon employee was informed of the abandoned 
status of '641. 

Less than nine months after the abandonment date, according to a paper and postcard 
retrieved from Kenyon' s files, a File Reconstruction request was stamped as received by 
"Licensing & Review" on March 23, 2001 . (Neblett Decl. ^ 5-7.) The paper indicates: 

We have been informed by the OflBce that the U.S. Patent and Trademark 
Office's file for [*641] has been lost. Please find attached a copy of the relevant 
documents forming the file history for this appUcation fi'om the applicant's files for 
use in reconstructing the Office's file. 

Please reconstruct the file. Thank you for your attention to this matter. 
Please contact [Mark H. Neblett (Reg. No. 42,028)], for any questions. 

There is no evidence that the USPTO informed Applicants of the abandoned status of '641 in 

response to this submission. 

Thus, at the time of these correspondences and communications, it was clear that 

Applicants' were infomied that the USPTO' s paper file was lost. {See also Neblett Decl. ^ 4.) 

Concemed with the results and speed of the USPTO search, Applicants' undertook the effort and 

cost of providing the USPTO with a copy of Applicants' file history for '641 . (Neblett Decl. ^ 4- 

7.) After that step. Applicants' reasonably believed that they had taken every step possible to 

move forward the prosecution of '641, and that the next step for moving forward the prosecution 

of '641 was in the USPTO's hands. 



Prior to this time, and after the date of abandonment, Kenyon filed three other correspondences during this general 
time period, all listing the correct address for Kenyon. {See O'Dowd Decl. 33-38.) 
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In light of the above, the USPTO should have no question that Applicants' made a good 
faith attempt to respond to known USPTO requirements within one year after the abandonment 
date. Applicants respectfully submit that such good faith efforts negate any USPTO presumption 
that a petition filed over one year after the date of abandonment requires the consideration of 
additional information. Accordingly, Applicants' respectfully request that the USPTO withdraw 
its impUcit finding that "there is a question as to whether either the abandonment or the delay in 
filing a petition imder 37 CFR 1.137 was unintentional," and grant this renewed petition without 
the consideration of additional information. 

While it is Applicants' position that additional information need not be considered by 
the USPTO for the granting of this renewed petition, Applicants' have made a good faith 
effort to provide additional information to the extent required by the USPTO 

The USPTO mailed a copy of the Dismissal to Applicants' on September 10, 2008. 
Applicants' attorneys had several questions regarding the Dismissal, and attempted to contact 
Examiner Walsh regarding the petition; however, Examiner Walsh was away fi:om her usual 
examining functions for much of September and October (e.g., for extended training). On October 
24, 2008, Applicants' attorneys were able to discuss the petition with Examiner Walsh. (O'Dowd 
Decl. 1 7.) 

The primary concern of Applicants' was the Examiner's many requirements relating to "all 
persons . . .having firsthand knowledge of the circumstances surrounding the protracted delay," 
such as the requirement for statements and "[c]opies of any correspondence relating to the filing, 
or to not filing a further reply to the outstanding Office action." (iSee Dismissal at 2-3.) After a ^ 
discussion with Examiner Walsh involving the facts and witnesses available to us at this time. 
Examiner Walsh indicated that especially in light of the fact that only the payment of an issue fee 
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was at issue in this case, it would not be necessary at this time to go to extraordinary measures to 
get statements from all persons having fosthand knowledge of the circumstances surrounding the 
delay. (O'Dowd Decl. 1 8.) 

Nevertheless, Applicants have made extensive efforts in the preparation of this petition. 
Applicants have intensely examined the paper file wrapper of the *641 application to determine the 
identity of the various persons at Kenyon who worked on the prosecution of '641 application and 
to compile the many efforts by these Kenyon attomeys and staff to fiirther prosecution of the * 641 
application. (See, e.g., O'Dowd Decl. Iflf 9-18.) This investigation included contacting several 
former Kenyon employees, including, inter alia, an attorney who was no longer engaged in the 
active practice of patent law, and an attorney who worked for a law firm in Tokyo, Japan. 
Through contacting these former Kenyon employees. Applicants are able to provide further detail 
regarding the events which ultimately resulted in the delay in this case. 

A. Summary of Major Contributing Factors Causing Delay 

The first major contributing factor to the delay was the first (and only) change of address 
of Kenyon's Washington, DC office in or about March of 1999.^ At that time, Kenyon moved its 
DC office fi-om 1025 Connecticut Avenue, NW, to 1500 K Street, NW. (O'Dowd Decl. 1 19.) 
While Kenyon was eventually able to change the correspondence address for the many 
applications then handled by Kenyon' s Washington, DC office, as of March of 2000, the USPTO 

^ A March 1999 move date is partially evidenced by comparing Paper #8 and Paper #10 of the '641 application. 
Paper # 8, received by the USPTO on March 17, 1999, uses the 1025 Connecticut Avenue NW address. Paper 
#10, received by the USPTO on October 12, 1999, uses the 1500 K Street NW address. The March 1999 move 
date is also evidenced by the undeliverability of the April 17, 2000 Notice of Allowability (Paper #17), as 
evidenced by a paper stamped April 27, 2000 in the USPTO's '641 paper file. It is well known that the United 
States Postal Service (USPS) ceases the forwarding of mail one year after a move date. While Paper #17 was not 
forwarded to Kenyon's 1500 K Street NW address, an advisory action dated February 29, 2000 (Paper #13) was 
received by Kenyon, presumably fi'om the USPS. 
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did not recognize the correspondence address of *641 as being 1500 K Street, NW. 
Correspondingly, as is clearly evidenced by a paper in the USPTO's paper file. Applicants did not 
receive aNotice of Allowability for '641 which was mailed on April 17, 2000 (Paper #16). 
(O'Dowd Decl. ^ 26.) Subsequently, the * 641 application went abandoned, as evidenced by a 
Notice of Abandonment mailed by the USPTO on September 13, 2000 (Paper #17). (O'Dowd 
Decl. 1 30.) 

A second major contributing factor to the delay was the departure of two key Kenyon 
attomeys in 2000. The Kenyon partner to whom *641 USPTO correspondence was addressed, 
FrankPietrantonio, left employment with Kenyon on May 1,2000. (O'DowdDecL 13.) In 
addition, the associate who appeared to have performed all of the prosecution work for '641, 
SterlonMason, left Kenyon on July 21, 2000. (O'DowdDecl. f 12.) The departure of these 
attomeys greatly reduced Kenyon' s institutional knowledge regarding '641. 

A third major contributing factor to the delay was the temporary loss of the '641 file by the 
USPTO. According to a note in Kenyon' s '641 paper file, the USPTO reported the '641 file as 
lost on November 27, 2000. (O'Dowd Decl. ^ 39.) Additional evidence that the '641 paper file 
was lost is provided by Paper #19 in the USPTO's '641 file wrapper, i.e., while the Change of 
Correspondence Address document given the designation of Paper #19 is dated October 30, 2000, 
it was not entered until June 12 of some undetermined year (presumably 2001, 2002, or 2003). 
Kenyon was orally informed of the loss of the '641 file on January 12, 2001. (O'Dowd Decl. f 
39.) To confirm the loss of the file, on or about February 8, 2001, at least one of two Kenyon staff 
members having a Power to Inspect and Make Copies (signed by John C. Altrailler) personally 
traveled to the USPTO in an unsuccessfiil attempt to inspect the USPTO paper file. (O'Dowd 

However, by that time, Papers #10, 12, 14, and 15 had been filed bearing the 1500 K Street NW address. 
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Decl. H 40.) Subsequently, a File Reconstruction request, including a copy of the application as 
filed, was provided on or about March 23, 2001 to the USPTO by Mark H. Neblett of Kenyon. 
(Neblett Decl, fif 5-7.) 

A fourth major contributing factor to the delay was the failure of the USPTO to respond to 
two Status Inquiry requests filed by Kenyon attorneys. (O'Dowd Decl-TfU 45-47, 52-53; Altmiller ' 
Decl If 22.) These requests were filed on September 8, 2003 (signed by John C. Altmiller) and on 
September 15, 2004 (signed by William Curry). {Id) 

A fifth major contributing factor to the delay was the allowance of most or all of the co- 
pending foreign appUcations related to '641. While these related foreign applications were 
pending, Kenyon would periodically receive prior art fi-om these foreign prosecutions which 
triggered the necessity of filing an Liformation Disclosure Statement (IDS). For example, an IDS 
was filed by Kenyon on September 9, 2004 which provided "references cited in the European 
Search Report of a related European Patent Application." {See O'Dowd Decl. 1f5 1 .) It is believed 
that the fihng of this IDS prompted the filing of the September 15, 2004 status request by WiUiam 
Curry. (5ee O'Dowd Decl. If 52.) 

A sixth major contributing factor to the delay was the departure of William Curry and John 
C. Altmiller from Kenyon in early 2007. {See O'Dowd Decl. 54-55.) Again, institutional 
knowledge regarding '641 was lost to Applicants. 

Finally, a seventh major contributing factor to the delay relates to the limitations of tlie 
electronic docketing system currently utilized by Kenyon. Kenyon' s electronic docketing system 
categorized the loss of the file by the USPTO as "PTO lost file-awaiting OA." (Russo Decl. If 5.) 
Such has been the status of '641 in Kenyon's electronic docketing system since at least July 15, 
2002. (Id.) Such a status conveys to a prosecuting attorney, particularly a prosecuting attorney 
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having no prior knowledge of '641, that no action need be taken since the USPTO is attempting to 
find and/or reconstruct the file. (Russo Decl. % 6.) Furthermore, because the attorney is only 
"awaiting" an office action, there is nothing in the description to prompt the attomey to take 
immediate action. 

B. Statements Obtained by Applicants 

Because of the circumstances surrounding the abandonment of '641, Examiner Walsh 
indicated to Applicants' representatives that at this time, statements firom all persons having 
knowledge of the circximstances surrounding the delay would not be required. Nevertheless, 
Applicants' have obtained declarations fi:om the following persons: 

1 . John C. Altmiller, a managing attomey of record for '641 fi-om the date of its filing, until 
his retirement firom Kenyon in 2007. 

2. Mark H. Neblett, who filed a request to reconstruct the '641 file with the USPTO in March 
of 2001. 

3. Judith M. Russo, the IP Support Coordinator for Kenyon's Washington, DC office. 

4. Shawn W. O'Dowd, a managing partner for '641 firom the date of John Altmiller's 
retirement firom Kenyon in 2007. 

5. Daniel G. Shanley, the attomey at Kenyon who first learned of the abandoned status of 
'641. 

6. Ingrid Hodge, the Kenyon employee who fiurst learned of the abandoned status of '641 . 

7. William E. Curry, a former Kenyon patent attomey who filed two Information Disclosure 
Statements and a Status Request in the 2003-04 time period. 
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Enumerated Facts Related to the Delay 

1 . The USPTO mailed an Advisory Action regarding '641 to Kenyon on February 29, 
2000. The address on the cover page of the Advisory Action listed Kenyon' s address as "1025 
CONNECTICUT AVENUE NW." (O'Dowd Decl. % 18.) 

2. On February 29, 2000, the offices of Kenyon were no longer located at "1025 
CONNECTICUT AVENUE NW" in Washmgton, DC. Less than one year prior to February 29, 
2000, in March of 1999, Kenyon had moved its offices to 1500 K Street, NW, also in Washington 
DC. (0'DowdDecl.lf 19.) 

3. As evidenced by an entry into Kenyon' s computerized docketing system, the 
Advisory Action of February 29, 2000 was received by Kenyon. (O'Dowd Decl. If 20.) 

4. In response to the Advisory Action, Applicants filed a Continued Prosecution 
Application (CPA) with the USPTO on March 15, 2000, along with a fee of $800. The mailing of 
the CPA was entered into Kenyon's computerized docketing system. (O'Dowd Decl. f 21.) 

5. The Transmittal Form for the CPA filed March 15, 2000 listed "1500 K Street, 
N.W." as the address of Kenyon. (O'Dowd Decl. K 22.) 

6. On March 29, 2000, Applicants filed a Preliminary Amendment with the USPTO 
via facsimile. The Preliminary Amendment faxed to the USPTO on March 29, 2000 listed "1500 * 
K Street, N.W.'* as the address of Kenyon. (O'Dowd Decl. If 23.) 

7. On April 17, 2000, the USPTO maUed aNotice of Allowability to Kenyon at "1025 
CONNECTICUT AVENUE NW" in Washington, DC. (O'Dowd Decl. If 24.) 

8. Prior to April 17, 2000, staff at Kenyon had been instructed to change the 
correspondence addresses of the many cases then prosecuted by Kenyon' s Washington, DC office. 
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However, by April 17, 2000, all cases had not yet been processed, including '641 . (O'Dowd Decl. 
If 25.) 

9. The computerized docketing system at Kenyon does not reflect receipt of the 
Notice of Allowability by Kenyon. (O'Dowd Decl. ^ 26.) 

10. A copy of the "ISSUE FEE mANSMTTTAL" form is contained within the 
USPTO filewrapper for '641. The copy is not signed. Furthermore, the copy is stamped 
"MATCH & RETURN" and "RECEIVED APR 17 2000 TC 3600 MAILROOM." (O'Dowd 
Decl. 1 27.) 

1 1 . The Notice of Allowability indicates that an issue fee of $ 1 2 1 0 was due on July 1 7, 
2000. (O'Dowd Decl. ^ 28.) 

1 2. Docketing records at Kenyon do not reflect the payment ofa$1210 issue fee for 
'641. (O'Dowd Decl. 1 29.) 

13. On September 13, 2000, according to a copy of a document retrieved jfrom the '641 
USPTO filewrapper, the USPTO mailed a Notice of Abandonment to Kenyon at "1025 
CONNECTICUT AVENUE NW" in Washington, DC. The Notice of Abandonment was stamped 
with a message "ABANDONMENT CONTACT PERSON IS: TOM HAWKINS 305-8380." 
(O'Dowd Decl. Tf 30.) 

14. There is no evidence in Kenyon's files, nor in the '641 USPTO filewrapper that 
Tom Hawkins, or anyone else at the USPTO, attempted to contact Kenyon via telephone prior to 
mailing the Notice of Abandonment. (O'Dowd Decl. 131.) 

15. Docketing records at Kenyon do not reflect the receipt of the Notice of 
Abandonment. (O'Dowd Decl. H 32.) 
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16. On October 2, 2000, John C, Altmiller (Reg. No. 25,951) of Kenyon signed a 
Change of Correspondence Address changing the correspondence address of '641 to that of 
customer number 23838. (O'Dowd Decl. ^ 33.) 

17. According to a paper retrieved from the *641 USPTO filewrapper, the Change of 
Correspondence Address was stamped as received by OIPE on October 3, 2000, as received by 
Technology Center 2800 on October 4, 2000, and as received by Technology Center 2700 on 
October 6, 2000. There is no other evidence in the * 641 USPTO filewrapper that the Change of 
Correspondence Address signed October 2, 2000 was considered by the USPTO. (O'Dowd Decl. 

1134.) 

1 8. On October 30, 2000, Robert Hails (Reg. No. 39,702) of Kenyon transmitted by 
facsinodle a second Change of Correspondence Address to Examiner Olga Hernandez. The second 
Change of Correspondence Address form indicated that future communications should be sent to 
John C. Altmiller of Kenyon at 1500 K Street, N.W. in Washington, DC. (O'Dowd Decl. % 35.) 

19. According to a paper retrieved from the '641 USPTO filewrapper, the second 
Change of Correspondence Address was stamped as received by Group 3600 on October 30, 2000. 
This paper is marked as paper #19, initialed by DRS, and dated June 12 of an unknown year (the 
retrieved copy reads "6-12-0" - the final number appears to have been cut-off upon copying). 
(O'Dowd Decl. Tf 36.) 

20. According to a paper retrieved from Kenyon's files, an Associate Power of 
Attomey appointing "John C. Altmiller (Reg. No. 25,951) and other registered practitioners of 
Kenyon included in [Customer Number 23858]" was stamped as received by the USPTO on 
December 11, 2000. The paper, which had Kenyon's New York office address at the bottom of 
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the page, is dated November 6, 2000, and is signed by Edward W. Greason (Reg. No. 18,918). 
(AltmillerDecLtl6.) 

21 . On January 12, 200 1 , Cathy Ryan at Kenyon learned from a "[c]onversation w/ 
group receptionist" that the USPTO file for '641 was reported lost on November 27, 2000, the last 
known destination for the file being "the file repository." Cathy Ryan also left a message with 
Examiner O. Hernandez at 10:45 AM. The Examiner called back at 2:45 "to verify that file is in 
Depository." A note written next to the record of the 10:45 message indicates "Power to Inspect." 
(O'Dowd Decl. T| 39.) 

22. According to a paper retrieved from Kenyon's paper files, a "POWER TO 
INSPECT AND MAKE COPIES" was signed by John C. Altmiller on February 7, 2001. A hand 
written note on the top of the document indicates "LOST 1/16/01." A sticky note signed by 
"Cathy" attached to the document indicates "Denise/Jay to go over 2/8/01." (O'Dowd Decl. T| 40.) 

23. According to a paper and postcard retrieved from Kenyon' s files, a File 
Reconstruction request was stamped as received by "Licensing & Review" on March 23, 2001. 
The paper indicates: 

We have been informed by the Office that the U.S. Patent and Trademark 
Office's file for [08/750,641] has been lost. Please find attached a copy of the 
relevant documents forming the file history for this application from the appUcant's 
files for use in reconstructing the Office's file. 

Please reconstruct the file. Thank you for your attention to this matter. 
Please contact [Mark H. Neblett (Reg, No. 42,028)], for any questions. 

The paper was signed by Mark H. Neblett. The postcard is dated March 22, 2001 . (Neblett Decl. 
nil 5-7.) 

24. There is no evidence in the '641 USPTO filewrapper that the File Reconstruction 
request was considered by the USPTO. (O'Dowd Decl. ^ 42.) 
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25. On July 1 5, 2002, an entry was made into the electronic docketing system at 
Kenyon indicating "PTO lost file-awaiting OA." (O'Dowd Decl. 43.) 

26. On My 3 1 , 2003 , Mark H. Neblett resigned firom employment at Kenyon. 
(O'Dowd Decl. If 44.) 

27. On September 8, 2003, a postcard for a Status Inquiry for '64 1 was stamped as 
received by the USPTO. (O'Dowd Decl. If 46.) 

« 

28. A paper entitled "STATUS INQUIRY" signed by John C. Altmiller is present in 
Kenyon's paper files. The paper, which is dated September 8, 2003, "respectfully request[s] that 
the Examiner inform Applicants of the status of the application." The paper further indicates that 
"The U.S. Patent and Trademark Office notified Applicants that the subject file had been lost and, 
accordingly. Applicants filed a copy of the relevant documents forming the file history in a File 
Reconstruction on March 23, 2001 ." The paper also authorized tibe Commissioner to "charge any 
fee relevant to this filing to Kenyon & Kenyon Deposit Account No. 1 1-0600." The paper has 
Kenyon's 1500 K Street, N.W, address at the bottom of the page. (O'Dowd Decl. If 45.) 

29. There is no evidence in the '641 USPTO filewrapper that the Status Inquiry of 
September 8, 2003 was considered by the USPTO. (O'Dowd Decl. f 47.) 

30. According to a postcard retrieved from Kenyon's files, an Information Disclosure 
Statement and accompanying papers was stamped as received by the USPTO (OIPE) on 
November 18, 2003. (O'Dowd Decl. ^ 50; see Curry Decl., Exh. 2.) 

31. An Information Disclosure Statement (IDS) signed by William E. Curry (Reg. No. 
43,572) and dated November 18, 2003 is present in the '641 USPTO filewrapper. The IDS lists 
Kenyon's 1500 K Street, N.W. address. The IDS is stamped as being received by Group 3600 on 
November 24, 2003. According to the IDS, as well as the cover of the '641 USPTO filewrapper, 
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the IDS was designated as Paper #20. The IDS mdicates that the designation of "#20" was given 
on February 13, 2004 ("2/13/4"). (O'Dowd Decl, H 49; see Curry Decl. Exh. 1.) 

32. According to a postcard retrieved from Kenyon's files, an Information Disclosure 
Statement and accompanying papers was stamped as received by the USPTO (OBPE) on 
September 9, 2004. {See Curry DecL, Exh. 4.) 

33. An Information Disclosure Statement (IDS) signed by William E. Curry (Reg. No. 
43,572) and dated September 9, 2004 is present in the '641 USPTO filewrapper. The EDS lists 
Kenyon's 1500 K Street, N.W. address. The IDS is stamped as being received by Group 3600 on 
September 15, 2004. {See Curry Decl., Exh. 3.) According to the IDS, as well as the cover of the 
'641 USPTO filewrapper, the EDS was designated as Paper #21. 

34. According to a postcard retrieved from Kenyon's files, a Request for Status was 
stamped as received by the USPTO (OIPE) on September 15, 2004. {See Curry Decl., Exh. 6.) 

35. A paper entitled "REQUEST FOR STATUS" signed by WilUam E. Curry (Reg. 
No. 43,572) is present in Kenyon's paper files. The paper, which is dated September 15, 2004, 
indicated: 

A request for continued prosecution with an Information Disclosure 
Statement was filed in this case on 1 5 March 2000. A preliminary amendment was 
faxed to the Examiner on 29 March 2000. A change of correspondence address 
was filed on 30 October 2000. Thereafter, a copy of the entire file was submitted 
for re-construction of the lost file on 23 March 2001 . A status inquiry was filed on 
8 September 2003. Information Disclosure Statements were filed on 18 November 
2003 and 9 September 2004, respectively. 

It is respectfiilly requested that the undersigned [William E. Curry] be ^ 
informed when an Office Action or other commxmication from the Patent Office 
may be expected in this case. 

The paper has Kenyon's 1 500 K Street, N.W. address at the bottom of the page. {See Curry Decl, 

Exh. 5.) 
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36. There is no evidence in the '641 USPTO jSlewrapper that the Request for Status of 
September 15, 2004 was considered by the USPTO. (O'Dowd Decl. f 53.) 

37. In January 2007, William E. Curry's employment ended at Kenyon. (O'Dowd 
Decl. Tf 54.) 

38. On July 31, 2007, John C. Altmiller resigned from employment at Kenyon. 
(O'Dowd Decl. If 55.) 

39. Contemporaneous with John C. Altmiller's resignation, Shawn W. O'Dowd (Reg. 
No. 34,687) was docketed as the attorney responsible for '641. (O'Dowd Decl. Tf 56.) 

40. On June 27, 2008, Japanese patent counsel for Applicants' faxed a letter to Kenyon 
inquiring as to the status of *641 . The commimication was addressed to William E. Curry. 
(O'Dowd Decl. If 57.) 

41. On July 10, 2008, Japanese patent counsel for Applicants' faxed a reminder 
communication to Kenyon. (O'Dowd Decl. 1 58.) 

42. After receipt of the July 10, 2008 communication, the file wrapper for '641 was 
forwarded to Daniel Shanley, a Kenyon associate who assists Shawn W. O'Dowd with numerous 
Toyota prosecution matters. (Shanley Decl. f 5.) 

43. Daniel Shanley, after reviewing the file wrapper, asked Ligrid Hodge to contact the 
USPTO regarding the status of '641. (Shanley Decl. f 6; Hodge Decl. f 4.) 

44. Ingrid Hodge's July 10, 2008 telephonic inquiry to the USPTO was eventually 
directed to Ms. Barr of the Office of Petitions. Ms. Barr alerted Ingrid Hodge as to the abandoned 
status of '641, and suggested that a "Petition to withdrawing of the Holding of Abandonment" be 
filed along with "docket records, etc." (Hodge Decl. Tf 5.) 

45. Applicants filed the Original Petition on August 6, 2008. (O'Dowd Decl. If 5.) 
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46. The USPTO mailed the Dismissal September 10, 2008. (O'Dowd Decl. ^ 6.) 

47. Applicants' attorneys had several questions regarding the Dismissal, and attempted 
to contact Examiner Walsh regarding the same; however, Examiner Walsh was away from her 
usual examining functions for much of September and October (e.g., for extended tr ainin g). On 
October 24, 2008, Applicants' attorneys were able to discuss the petition with Examiner Walsh. 
(O'Dowd Decl. f 7.) 

48. Tie prinw concern of AppUcan,s- was fte Exa^ner's ra^en« 

relating to "all persons . . .having firsthand knowledge of the circumstances surrounding the 
protracted delay," such as the requirement for statements and "[cjopies of any correspondence 
relating to the filing, or to not filing a further reply to the outstanding Office action." {See 
Dismissal at 2-3.) After the discussion with Examiner Walsh on October 24, 2008 involving the 
facts and witnesses available to us at this time, Examiner Walsh indicated that especially in light 
of the fact that only the payment of an issue fee was at issue in this case, it would not be necessary 
at this time to go to extraordinary measures to get statements from dl persons having firsthand 
knowledge of the circumstances surrounding the delay. (O'Dowd Decl. 8.) 

49. The USPTO mailed the Second Dismissal on April 1 7, 2009. 

50. Between approximately April 2009 and July 2009, as suggested by the Second 
Dismissal, Applicants attempted to contact Examiner Walsh regarding the Petition. {See Second 
Dismissal at 3 ("To expedite consideration, petitioner may wish to contact the imdersigned 
regarding the filing of the renewed petition . . .[signed] /Liana Walsh/").) 

51 . In or about May 2009, Applicants were able to contact Examiner Walsh's assistant, 
Joan Olszewski; however, Examiner Olszewski was not able to provide any guidance regarding 



23 



particular information needed by the USPTO. It was the understanding of Applicants that 
Examiner Walsh was on extended leave at that time. 

52. In June and July 2009, AppUcants made renewed attempts to contact Examiner Walsh, 
believing that her extended leave had ended. 

53. On July 13, 2009, Joan Olszewski contacted Applicants, indicating that she was 
assisting Examiner Walsh with this petition, and that she had no suggestions regarding particular 
information to be included in a renewed petition. 
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DISCUSSION 

It is respectfully submitted that the above facts clearly establish that "the delay in reply that 
origiQally resulted in the abandonment" represented unintentional delay on the part of Applicants, 
Applicants did not pay the issue fee of $1210 by the due date of July 17, 2000, because they did 
not know that an issue fee was due by that date. (See Enumerated Facts Tflf 7-12.) As evidenced 
by the filing of a CPA, a $800 fee, and a preliminary amendment within several months of the date 
of abandonment, it is clear that Applicants did not iQtentionally allow '641 to go abandoned, {See 
Enumerated Facts K^f 4-6,) Furthermore, it is submitted that '641 went abandoned on July 17, 
2000, despite the exercise of due care and diligence on the part of Applicants. Kenyon utilized a 
computerized docketing system, employed staff for docketing purposes, and had engaged in 
efforts to change correspondence addresses for their many pending patent applications. (See, e.g.. 
Enumerated Facts T|1f 8, 25; see also Russo Decl. 2, 4-5.) It was unfortunate, but unintentional, 
that Kenyon' s systems and internal processes failed to avoid the abandonment of '641 . 

It is also respectfully submitted that the above facts clearly establish that "the delay m 
filing an mitial petition pursuant to 37 CFR 1.137(b) to revive the application" represented 
unintentional delay on the part of Applicants. Applicants did not file the Original Petition until 
August 6, 2008 because they did not know that '641 was abandoned imtil on or about July 10, 
2008. (See Enumerated Fact Tf 44.) Furthermore, it is submitted that Applicants were unable to 
discover the abandoned status of '641 at an earUer time, despite the exercise of due care and 
diligence on the part of Applicants. Kenyon utilized a computerized docketing system, employed 
staff for docketing purposes, and had engaged in extensive efforts to determine the status of '641. 
(See, e.g.. Enumerated Facts 8, 25; see also Russo Decl, 2, 4-5,) Despite Applicants' efforts, 
the USPTO's sole response to Applicants was that the file for '641 had been lost, and that efforts 
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were being made to find it, {See Enumerated Facts ^ 16-21 .) Concerned with the results and 
speed of the USPTO search, Applicants' undertook the effort and cost of providing the USPTO 
with a copy of Applicants' file history for "641 . {See Enumerated Facts ^ 23.) After that step. 
Applicants' reasonably believed that they had taken every step possible to move forward the 
prosecution of '641, and that the next step for moving forward the prosecution of '641 was in the 
USPTO's hands. {See^ generally, the declarations by Neblett, Curry, Altmiller, O'Dowd, and 
Russo.) Accordingly, it was unfortunate, but unintentional, that Applicants' were unable to file an 
initial petition under 3 7 CFR 1 . 1 3 7(b) at an earlier date. 
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CONCLUSION 

1. Petition fee 

The Large entity fee of $1,540.00 (37 CFR L17(m)) was paid in the Original Petition. 
According to the Dismissal, no further petition fee is required for this renewed petition. 
(Dismissal at 1 .) 

2. Proper Reply 

The copy of the proper reply is enclosed herewith, i.e., an Issue Fee Transmittal Form 
authorizing payment of a Utility Issue Fee of $1510, i.e., the fee required as of FY2009. This 
form was originally transmitted to the USPTO on December 10, 2008. It is also noted that the 
Notice of Allowance required Formal Drawings to be filed including changes required by the 
PTO-948 attached to Paper #9. The PTO-948 required: 1) adjusting the top margin of Sheet 11; 
and 2) correcting the placement of figure legends on Figures 1 and 13. Replacement pages 
correcting these issues are enclosed. 

3 . Terminal Disclaimer with Disclaimer Fee 

Since this intemational application has an international filing date on or after June 8, 1995, 
no terminal disclaimer is required. 

4. Statement 

The entire delay in filing the required reply from the due date for the reply until the filing 
of a grantable petition pursuant to 37 CFR 1.137(b) was unintentional. 

5. Petition for One Month Extension of Tune 

A petition for a one month extension of time under 37 CFR 1 .3 16(a) is enclosed, thus 
extending the due date of this Renewed Petition to July 17, 2009. 
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In view of the above, favorable consideration of this Renewed Petition is respectfully 
requested. The Examiner is invited to call the undersigned at (202) 220-4200 to discuss any 
information concerning this Petition. The Office is hereby authorized to charge any additional 
fees under 3 7 C.F.R. §1,16 or §1.17 or credit any overpayment to Deposit Accoxmt No. 1 1 -0600. 



1) Petition for One Month Extension of Time Under 37 CFR 1.316(a) 

2) Issue Fee Transmittal Form (copy from December 10, 2008) 

3) Formal Drawing Replacement Sheets 

4) Seven Declarations (Altmiller, Neblett, Russo, O'Dowd, Shanley, Hodge, Curry), Incl. 
Exhibits. 




Date: 17 July 2009 



Signature 



Telephone 

Number: (202) 220-4200 



Shawn W. O'Dowd 
(Reg. No. 34,687) 



KENYON & KENYON LLP 
1500 K Street, N.W., Suite 700 
Washington, DC 20005 



Enclosures: 
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PTO/SB/22 (0S^9) 
Approved for use through 07/31/2009. OWIB 0651-0031 
U.S. Patent and Trademark Office; U.S. DEPARMENT OF COMMERCE 
Under the paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid 0MB control number. 



PETITION FOR EXTENSION OF TIME UNDER 37 CFR 1.136(a) 

FY 2009 

{Fees pursuant to the Consolidated Appropriations Act, 200S (H.R. 4818).) 



Docket Number (Optional) 
77792/23 



Application Number 08/750,641 



Red 16 December 1996 



^or SCHEDULE SETTING AND PROCESSING SYSTEM 



Art Unit 3661 



Examiner HERNANDEZ, OLGA 



This is a request under the provisions of 37 CFR 1.136(a) to extend the period for filing a reply in the above identified 
application. 

The requested extension and fee are as follows (check time period desired and enter the appropriate fee below): 

130 



Fee 
$130 

$490 

$1110 

$1730 

$2350 



Small Entity Fee 




$65 


$ 


$245 


$ 


$555 


$ 


$865 


$ 


$1175 


$ 



[7] One month (37 CFR 1.17(a)(1)) 

□ Two months (37 CFR 1 . 1 7(a)(2)) 

□ Three months (37 CFR 1.17(a)(3)) 

□ Four months (37 CFR 1 . 1 7(a)(4)) 

□ Five months (37 CFR 1 . 1 7(a)(5)) 
I I Applicant claims small entity status. See 37 CFR 1.27. 
n A check in the amount of the fee is enclosed. 

□ Payment by credit card. Fonn PTO-2038 is attached. 

n The Director has already been authorized to charge fees in this application to a Deposit Account. 

[~] The Director is hereby authorized to charge any fees which may be required, or credit any overpayment, to 
Deposit Account Number __• 

WARNING: Information on this form may become public. Credit card information should not be included on this form. 
Provide credit card information and authorization on PTO-2038. 

I am the Q applicant/inventor. 

□ assignee of record of the entire interest. See 37 CFR 3.71 . 
Statement under 37 CFR 3.73(b) is enclosed (Form PTO/SB/96). 

[/] attorney or agent of record. Registration Number 

□ attorney or agent under 37 CFR 1 .34, 
Registration number If acting under 37 CFR ^^ 

/Shawn W. O'Dowd/ 



34,687 



.34 



17 July 2009 



Signature 

Shawn W. O'Dowd 



Date 
202-220-4200 



Typed or printed name 



Telephone Number 



NOTE: Signatures of al) the inventors or assignees of record of the entire interest or their representative{s) are required. Submit muftiple forms ff more than one 
signature Is required, see below. 

1 



H Total of 



forms are submitted. 



This collection of Information Is required by 37 CFR 1.136(a). The Information Is required to obtain or retain a benefit by the public which Is to file {and by the 
USPTO to process) an application. Confidentiality Is governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection ts estimated to take 6 minutes to 
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any 
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Informati on O fficer. 
U.S. Patent and Trademarit Office. U.S. Department of Commerce. P.O. Box 1450. Alexandria. VA 22313-1450. DO NOT SEND FEES OR COMPLETED 
FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

If you need assistance in completing the fonn, call l-BOO-PTO-QISB and se/ecf option 2. 



{ . PART B - FEE(S) TRANSMITTAL 

Complete and send this form, together ^ith applicable fee(s), to: Mali MaU Stop ISSUE ^lE 
*^ Commissioner for Patents 

P.O. Box 1450 

Alexandria, Virginia 22313-1450 
or Fax (571)273-2885 




CURRENT CORRESPONDENCE ADDRESS O^oio: Um Blodc I for ony chanae ofaddjcss) 



Note: A cerdhcate ot mauing can only oe usca lor aomesnc maiimgs oi uie 
Fee(s) Transmittal. This certificate cannot be used for any other accompanying 

Eapers. Each additiona] p^er^ such as an assig;nment or formal dxawing, must 
ave its own certificate of mailing or transmission. 

Certificate of Mailing or Transmission 
I hereby certify &at this Feefs) Transmittal is being deposited with the United 
States Postal Service with sumcient postage for first class mail in an envelope 
addressed to the Mail Stop ISSUE F£b address above, or being &csiim1e 
transmitted to the USPTO (571) 273-2885, on the date indicated below. 





(Deposiloi'KttiunB) 




(SlgnBline) 




(Dale) 



I AFPUCATIONNO. ) FILING PATE | 



FIRST NAMED INVENTOR 



I ATTORNEY DOCKET NO. | CONFIRMATION NO. 



08/750,641 

TITLE OF INVENTION: 



SCI 



:i»iii 



12/16/96 Kojl SATO 

I£ SETTING AHD PB0CESSIN6 S7STElf 

T" 



77792/23 



4304 



APPIN.TYPE 



I 



SMALL ENTITY 



ISSUE FEE 



PUBUCATION FEE 



TOTAL FEE(S) DUE 



DATE DUE 



UtILITr 



$1510 



$1510 



EXAMINER 



I ART UNIT I CLASS-SUBCLASS [ 



HEBNANDEZ, OLGA 



3661 



701/202 



1 Change of correspondence address or indication of *Tee Address" (37 
CFRli63). 

D Change of correspondaice address (or Qiange of Correspondence 
Address form PTO/aB/122) attached. 

□ "Fee Address" indication (or "Fee Address" Indication form 
. PTOySB/47; Rev 03^2 ormore recent) attached Use of a Costomer 
. Number Is required. 



2. For printing on the patent front page, list 

(1) the names of up to 3 registered patent attorneys 
or agents OK, alternatively. 

(2) the name of a single firm (having as a member a 
registered attorney or agent) and the names of up to 
2 rerastered patent attorneys or agents. If no name is 
listra, no name will be printed. 



1_ 
2. 
3 



mm & KENYON ULP 



3. ASSIGNEE NAME AND RESIDENCE DATA TO BE PRINTED ON THE PATENT Cprint or type) 

PLEASE NOTE- Unless an assignee is identified below, no assignee data will appear on the patent If an assignee is identified below, the document has been filed for 
recordation as set foitii m 37 Cnts. 1 1 . Completion of tins fonn is NOT a siibstitote for filing an assignment 

(A) NAME OF ASSIGNEE (B) RESIDENCE: (OTY and STATE OR COUNTRY) 

TOYOTA JXDOSHA KABUSHIKI KAISHA. Toyota-slii, JAPAN 

Please check the appropriate assignee category or categories (will not be printed on the patent) : □ Individual B Corporation or other private group entity □Government 



4a. The following fee(s) are enclosed: 
S Issue Fee 

D Publication Fee (No small entity discount permitted) 
Advance Order - # of Copies 5 (Flve) 



4b. Foment of Fee(s): 

Q A check in the amount of the fcc(s) is enclosed. 
□ Payment by credit card. Form PTO-2038 is attached. 

(3 The Director is hereby authorized by charge the required fee(s), or credit any overpayment, to 
Dqiosit Account Number \ 1^0600 • 



5. Change in Entity Status (from status indicated above) 

□ a. Applicant claims SMALL ENTTXY status. See 37 CFR 1 .27. □ b. Applicant is no longer claiming SMALL ENTITY status. See 37 CFR 1 .27(g)(2). 

The Director of Ac USPTO is requested to apply the Issue Fee and Publication Fee (if any) or to re-apply any previously paid issue fee to die application identified ^ove. , 
NOreT^Tl^B Fm^^ Fee (if required) will not be accepted from anyone other than 5ie applicant; a registered attorney or agent; or tiie assignee or ofeer party m 
interest as shown by the records of tibe United States Patent and Tiademaik OfRce. 



Authorized Signature 



Date 



10 Deceinber 2008 



Typed or printed name Shawn ff. O'Powd 



Registration No. 



34,687 



This collection of information is required by 37 CFR 1 .3 1 1 . The information is required to obtain or retain a benefit by the public which is to file (and by fte USPTO to irocess) 
an ™iic1S Confidratiality is soveraedliy 35 U.S.C. 122 and 37 CFR 1.14. TTiis collection is estimated to take 12 minutes to complete, mchubng gathermg,,pr^anng. and 
SbSg Sie c^SS^on^ to Ac USPTO. Time will vary dependmg upon the individual case. Any comments on amount of timeyou regmre to complete 
fomlnd/ors^^^ reducing this burden^should be sent to the Chief Information Officer^U.S. Patent and Tradraifflrt: Office, U.S, Department oTC^mmerce,'? O. 

Box 1 450^S^Jf^^Vl^ NOV SEND FEES OR COMPLETED FORMS TO VhIS ADDRESS. SEND TO: Commissioner for Patents. P.O. Box 1450. 

Alexandria. ViTginia22313-1450. 

Under the Paperwork Reduction Act of 1 995. no persons arc required to respond to a collection of infonnation unless it displays a valid 0MB control number. 
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SCHEDULE RESET 



m THE UMTED STATES PATENT AND TRADEMARK OFFICE 



Applicant 
Application No. 
Filing Date 



Koji SATO, et al. 
08/750,641 



Title 
Art Unit 
Examiner 



16 December 1996 

SCHEDULE SETTING AND PROCESSING SYSTEM 



Office of Petitions 
L. Walsh 



MaU Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



DECLARATION OF 
JOHN C. ALTMILLER 



I, the midersigned, John C. Altmiller, make this declaration in support of the Renewed 
Petition for Revival of an Application for Patent Abandoned Unintentionally Under 37 CFR § 
1.137(b) for the above identified application. 

1 . Since about August 2007, 1 have been retired from the active practice of patent law. 
My current home address is 1908 Ballycor Drive, Vienna, VA 22182. 

2. From about 1986 to July 31, 2007, 1 served as a partner of Kenyon & Kenyon LLC 
("Kenyon") in Kenyon' s Washington, DC offices. Prior to that time, I worked in Kenyon' s New 
York office. 

3 . During my employment and tenure as a partner at Kenyon, I had numerous 
responsibilities, including prosecutmg patent applications for Toyota Jidosha Kabushiki Kaisha 
("Toyota"), the assignee of U.S. Patent Application Serial No. 08/750,641 ('"641"). 

4. To my recollection, from at least 1995 to about July 2007, 1 was docketed as a 
supervising attomey/partner for many patent applications for Toyota. During tihis time I 
supervised several associates who assisted me with Toyota prosecution matters, including, 
Sterlon Mason, Mark H. Neblett, and William E. Curry. 
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5. It is my understanding that a Continiiing Prosecution Application ("CPA") for '641 
was. filed with the USPTO on March 1 5, 2000. 

6. It is my understandmg that a Preliminary Amendment for '641 was filed with the 
USPTO on March 29, 2000. 

7. It is my understanding that a Notice of Allowance and an Issue Fee Transmittal fonn 
for '641 was mailed to a prior address of Kenyon's Washington, DC office on April 17, 2000. 

8. It is my understanding that an "Issue Fee Transmittal" form is present in the USPTO's 
file wrapper for '641 and that this form remains blank (uncompleted). The fonn is stamped 
"MATCH & RETURN" and fiirther stamped "RECEIVED APR 27 2000 TC 3600 MAIL 
ROOM." 

9. Based on the above information, as well as my recollection regarding the prosecution 
of Toyota cases, it is my conclusion that the Notice of Allowance for '641 was not received by 
Kenyon & Kenyon, but rather, was retumed to the USPTO as undeliverable. 

10. I did not know of the Notice of Allowance for '641 until contacted in 2008 by Shawn 
O'Dowd, who is currently a partner at Kenyon. 

11. It is my understanding that a Notice of Abandonment was mailed to a prior address 
of Kenyon's Washington, DC office on September 13, 2000. 

12. Based on the above information, as well as my recollection regarding the prosecution 
of Toyota cases, it is my conclusion that the Notice of Abandonment for '641 was not received 
by Kenyon & Kenyon. 

13. I did not know of the Notice of Abandonment for '641 until contacted in 2008 by 
Shawn W. O'Dowd. 

14. According to a document in Kenyon's paper files, I signed a change of 
correspondence address form for '641 on October 2, 2000, and that this form was stamped as 
received by the USPTO on October 3, 2000. I have no specific recollection relating to the 
signing or filing of this document. This document is attached as Exhibit 1 to this declaration. 
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15. Based on the above information, as well as my recollection regarding the prosecution 
of Toyota cases^ it is my conclusion that the form was prepared for my signature by Cathy Ryan, 
a patent secretary at Kenyon who was then tasked with the responsibility of changing addresses 
for many of the cases then prosecuted by Kenyon. I have no specific recollection relating to this 
form. 

16- According to documents in Kenyon' s paper files, two other Kenyon attomeys filed 
documents with the USPTO relating to the correspondence address and power of attorney for the 
'641 application. These documents, as well as a commxmication relating to the filing of the 
documents, are attached as Exhibit 2 to this declaration. I have no specific recollection relating 
to these documents or the communication. 

* 

17. It is my understanding that the USPTO's paper file for '641 was officially "reported 
lost in USPTO" on November 27, 2000 ("1 1/27^ [sic]"). Memoranda from Catiiy Ryan, dated 
"1/12/00 [sic]" documenting this November 27*^ date is attached as Exhibit 3 to this declaration. 

1 8. It is my understanding tiiat I signed a 'TOWER TO INSPECT AND MAKE 
COPIES" of the '641 file on Febmary 7, 2001 . I have no specific recollection relating to the 
signing or filing of this document. This document is attached as Exhibit 4 to this declaration. 

19. It is my understanding that Mark H. Neblett filed a File Reconstruction request 
which was stamped as received by "Licensing & Review" on March 23, 2001 . This document is 
attached as Exhibit 5 to this declaration. 

20. Based on the above information, as well as my recollection regarding the prosecution 
of Toyota cases, it is my conclusion that the USPTO informed us that the file for *641 had been 
lost, that we filed a request for reconstruction of the '641 file, and then awaited a USPTO 
response. 

21. It is my understanding that an electronic docket entry entitied "PTO lost file-awaiting 
OA" was entered into Kenyon's electronic docketing system on July 15, 2002." Evidence of the 
docket entry is attached as Exhibit 6 to this declaration. 
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22. It is my understanding that I signed a document entitled "STATUS INQUIRY" on 
September 8, 2003. I have no specific recollection relating to the signing or filing of this 
document. The document "respectfully request[s] that the Examiner inform Applicants of the 
status of ['641]." The paper further indicates tibat "The U.S. Patent and Trademark Office 
notified Applicants that the subject file had been lost and, accordingly, Applicants filed a copy of 
the relevant documents forming the file history in a File Reconstruction on March 23, 2001 
The paper also authorized the Commissioner to "charge any fee relevant to this filing to Kenyon 
& Kenyon Deposit Account No. 11-0600." The paper has Kenyon & Kenyon's 1500 K Street, 
N.W. address at the bottom of the page. This document is attached as Exhibit 7 to this 



23. Based on the above information, as well as my recollection regarding the prosecution 
of Toyota cases, it is my conclusion that a review of my pending cases, which revealed the "PTO 
lost file" entry, prompted the filing of the Stafus Inquuy of September 8, 2003. 

24. During my employment at Kenyon, neither the USPTO nor anyone at Kenyon 
advised me that *641 had been abandoned. 

25. During my employment at Kenyon, neither die client nor anyone at Kenyon 
requested me to allow '641 to become abandoned. 

26. After leaving my employment at Kenyon, I have not been involved in prosecution of, 
or been provided information regarding '641,- imtil being recentiy advised of the present Petition. 

I declare that all of the above statements made based on my own knowledge are true and 
that all of the above statements that were made on information and belief are believed to be true, 
and further declare fliat these statements are made with the knowledge that knowing, willful and 
materially false statements, as are defined under Section 1001 of Titie 18 of the United States 
Code, are punishable by fine, imprisonment, or both under Section 1001, and that such 
statements may affect the validity of the any patent issumg from * 641 if the application is 
revived. 



declaration. 
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EXHIBTT 1 TO ALTMILLER DECLARATION 



6l) 



J>aiflmBnd Tnadwtttrlc Oftccc US. reR/^KTWEHT OF COMMERCE 



CHANGE OF 
CORRESPONDENCE ADDRESS 

Applic^on 

Address to: 

Assistant Commjsaonerfor Potcjiis 
Washti^lton. ac Z0231 



FIBx^g Date 



FcwtKaRwdinnmdar 



GnntpMUiA. 



Bourt^ Harm 



Ailetmi^ Docket Murnber 



Please change the Correspondence Address for the above-WenUfiecl apjVIicaHon 
to: 



[3 Customer Number 



23838 



OR 




j [ Rrro w 



Individual Name 




2IP 



Fox 



This fbrm cannot be used to change the data associated wrfth b Customer Number. To 
change fite data associated wiSi an existing Customer Number use^'ftequestfbr Customer 
NumberData Chartge- (PTO/SB/124). 



I ana the: 

I — \ AppIicanL 

Ass^nee of record of the enlifei interest * 
Cei«flcate under 37 cm 3.73(b) is enclosed. 



O' Attorney or agent of record. * 




( I \ ' 

EXHIBIT 2 TO ALTMELLER DECLARATION 



PATENT 
JD«^ttN0i. 7779203 



IN THE DNTTED STATES PATENT AND TRADEMARK OFFTCE 



APPLICANTS : 
SERIAL NO. 
FELEP : 
FOR 

GROUP ARTUNTT : 
EXAMINER : 



KojiSATO,€taL 
08/750,641 
December 16, 1996 

SCHEDUtE SETTINQ AND PROCESSING SYSTEM 



2316 



O, Hetmndez 



Assistant Comimssioner for Patent 
Washington D.C, 20231 



CHANGE OF CORRESFONDErgCE ADDRESS 



SIRc 



Notice is hss^Asf given that die coirespondcmcc address in the above-identified 
application has changed Please a(Mress all fiitaie communicatio&s rc^ardiag this application to: 

JohnC. Alttniller 
KENYON&KENYON 
1500 K Street, KW. 
Washington^ D^C 20006 

This address chguge is effective immcdiflfety. Thank you. 

Respectfully suhmitled, 

EOENYON & KENYON 



Dated: October 30. 2000 



KENYON&KENYON 
1500 K Sttcet^RW^ Suite 700 
Washington, DC 200O5 
^02) 2204200 
(202)220-4201 (fax) 




fohn C. Altmiller (Reg, No. 25,951 ) 
Robert L. Hails, Jr. (El^. No. 39^702) 



DC01 322791 V1 
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PATIENT 
Docket No.: 777t2/23 



FN THE UWrrED STATES PATgMT AND TRA DEBflARK OFFICE 



APPUCANT 
SERIAL HO. 
FfUNG DATE 
FOR 



08/750641 
Decemt?er16r1996 

SCHEDULE SETTING AND PROCESSING SYSTEM 



Commissioner of Patents and Trademarks 
Washington ^0231 



ASSOCJATB POWER OF ATTORNEY 



Sin 



Please recognize John a AltmiOer. (Reg. No. 25.951) and other registered prectrtioners 
of Kenyan & Kenyon induded In the Cu^omer Number provided betow. with full power to 
proseorte said appllcatfon. to make alterations and amendments therein, and to transact an 
hnsfnessfn the paten t and Trademark Office connected therewith. 



— —ctrsTOweFiNUMBERi^aaas— 



RespectRilly submitted. 



Date 



KBNYQK&KEMYON 

OneBrosrfwsy 
NwYoiKNYlOOM 

(212)4:25-7200 {telephone) 



Edward W. Greason 
Reg-No. 18.918 




0CO1 333aMVl 
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IttSfirra^Barbaim 




ttiiiiBiififiiiiiiaiifaariiliiili^^ 




In le^pdnse to John AltmtOat^^iaes&xtd, 
The f 025 Cona ^t&s&visci liis only ona EnHis file (althQi^h 1500 Kwds dn cd}Y»s(x:iride[ted Stoibti (ifa^an s&nt to the 

I^O^K Steel M.W. 
W^tnQtoa.DC 20005 
^M20O 

r2^MI232 (direct} 

l>iOTE ttie &i{bonato In tKi»&maiI messaaels conSdsitiar end citei^etf ont^ forihe cse of t^s xitsnied rot^fent tf 
tha reader ct ihb -inessaga ts not fim tntendeS leolplani, are haeby noliSrd -fiiai any dcssemfnatfoii dj5tnte;tk)n or 
eopyifm otthlatommm^^aibn Is strtetty proitSbSied. tf you have receded th!!iCGminunicsii0n Ect-errm;, pt^aso bmnodialsly 
luSv us ti^i^mdlt, end destmy ine oHghat iressage. Thankyou. 

— -^Jngtinal Mo^s&5<>— **** 
From: Haas, Robtift . . 

^^fodnl^d3y; November 01» 200O 9:20 f^A 

SufcjocS: FWRToybla 77732/23 
AJSaiK 

t got the fbllawihg Inam JCA. 
Bob^ 

from: JCAtQ^geaLCom [mai&cJCAlO^^CGml 
Sent: Tu&sd^Octaber^l, 2000 X^m 
To: RHaSsSnanycnjccm 
Subject (i^ Toyw TTtW^ 

Utr»fSfkKti5(eaJm««y. VVI»ttereaPC<!onTea?oodeflce8ddresgforsiJs&? Also 
totEWGKno^. 



I 
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EXHIBIT 4 TO ALTMBLLER DECLARATION 



m THE UNTTTED CTATRS PATKNT mADK^lAftlC OFFICE 



for 

Hintniiiicr 



08/750.641 

$aHEDULE5BrmGA52DPROCSSSlNGSWTEM 
O. Heooatidez 



AssstsDt Comnussioncr ofPatents 
SIR: 

Pate: ^ / ^/ Oi . mi ^Vtlv 




K5i&ed;K.W, Suite 70& 
W&s!iii!^i^ b,C. 20005 
Td<^^c: 220-4200 
^ae$!itu1ei (202)220-4^1 



EXBOBrr 5 TO ALTMBLLER DECLARATION 



Docket No.: 1119im 



APPLICAKT 
SERIAL NO. 
FILING DATE 

FOR 

QROUP ART UNIT 
EXAMINER 



Koji SATO, et al. 
08/750,641 
Decanberl6» 1996 

SCHEDULE SETIING AND PROCESSING Sl^TEM 
2316 

O.HERNANDEZ 



Assistant Conmussioner for Patents 

Washington, D.C. 20231 .«^,t^^t^ 



SIR: 

WeMve been infonnedbyihe Office ftattheU,S Patent 
file for the abo^Snced case has been lost Please find ate^^^^ 
^'c^SSt^mehistoryfor^^ 
reconstructing fee Office's file. 

Please reconstottctthe file. Hiank you for your' attentiofl to feis matter. Please 
contact flie imdersigded at 202-22(M232. for any questions. 

Respectfhlly submitted. 




NbikH.Neblett 
R^. No. 42,028 



t »• 



DC01 38112SV1 



EXHIBIT 6 TO ALTMELLER DECLARA.TION 



Patent Jadket Data She&t 




OSfi=o DC 



S.Ot)OWO 



Pontes 



j^p^Si^siSQn 08/750641 
.... PSi(fH&$ 

Renewal Particulare 



MexiDue 
Next Cost 



,1 imiiii'iTi — nr 



tm^^mm^nm^t^^rV^ 



16-Oec-1935 30 WONTK NATIOTAL PHASE APPUC 

l6-00C-t998 Reooedd _ 
. 14-Pei>-t«^ NOnCEOt^WrCEPTANCEOFAPaiC 

1 8-6fer -1097 IDS- fflojitfl IDS 
07-M3y^^D97 RfiCOMsI 
C2^un -1997 It^ - suppi tO$ 
27-Jun -iss? IDS-SUppltSS 

^7'UW'4^ lOS-SUppI IDS 
12-Oct -19^ Bddftlfns RequslwS 

-1S^ to OSRcisI AcUcn 

. 2^Qv4999Noiteeo?Ai3pcOJOue 
CPAApprrt F2ed 

C3«Sap-29D$ $tsUa Inquiry 

IDS per 1 Vt3m sqdM t&t 
69-Si9»2004 Supplcm^tal IDS filed 
i5«S6p'^4 UllsrtaPto 
OQ-Aua^'^^ PafiSsn rUed 
b94Wd-2£)^ Request Condiucd EKamlnaUan 

PTOto6ltae-3WH2ingOA 
i2*$ep'-20Od Dc£i$f9a on PcSffon - Dtimbee 



/^;^)SctmVl^d.TOVOTA4ir>OSHAKAi3US 
Jnventar SATO^Kbji 



ia-fto-1937 
07-Mav1B97 

2r-Jun-tS97 

17-Mar-1S99 
12-OCI-1999 
63^w*1899 

09-Sep-:iD04^ 
tS^ep^04 

IS^Ul •2002 



1G*Dcc-1998 



18-Mar-1997 
074itey19a7 
02'^-ldfifT 
2r»Jun-i99T 

t7-Mflr-1999 
12-0^-1099 
fi9-Nav*1999 

O9«D$Q*^003 
O9'^Bp-2O04 
1S-Sap-2004 

-2002 



1&^Dec-1699 
1$'Oes-i999 
16«06&-199S 



ia^C*1S9T 
074iW(i»-1fl97 
OZ-Juri-ISOf 
Zr-Jun-1997 

12-Orf-1^9 
12-Ocl*199S 
234=«^'C3dOO 

19-jMar-j200O 

ia>Ndv-20D3 
09*Sep^04 
^5-Sap'20D4 

OS-Auo-SOOP 
05-Aw9-i!«X3a 
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EXHIBIT 7 TO ALTMILLER DECLARATION 



Mim imm^ statrs mxent ANP-nt>u>miARic oyigfc]^ 



FQRJ 



SCHEDOTJJ SETUNG AND l>ltOC!ESS!K«5VSTEM: 



2116 



C0MMISSI0:i^3raR£>AIENXS 
Alcacandda, VA 22313^1450 



SIR: 



STATUS INOmRY 



^pKcto(& for 'die fifeoiVC'titedir^. afjjjfcatioares^ 
infbim^pileaats«f t&e^tdtu^ Applicants filed the sppIicadeiiioaDfiscmt^er 

Ifi, WiNS^mdie(;dv*danolSc^alPiliflgi^ March 14, l^j'* 

Bis !I5. f jslent 4UKl Taiadeado^ O^Rcc^nptified Ai^CdiUs that $i£bjcct iHe {^ul beca 
Ibstasiaccordit^y^A^Heanf&fitetfacc^yQrt&jSx^^ 
in a F|{0K<!CO&stAiclioa an M^Kth 25» 20D1« 



The Cbmsussioner is au£&orizi?d if> charge lany fee refcvsnt to diis fiUng to 



Dale: Seateititiar 8.200^ 



ISOD K RW:, Sdie 7oa 

. Tel: (2^94294776 
Fte C2Q2)42&-07S'6 




CAKmUcr 
25^51) 
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BAffERS FILED: 



(CpjlSATDetta 
316 
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m THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant 
Application No, 



Koji SATO, et al, 
08/750,641 



Filing Date 
Title 



16 December 1996 

SCHEDULE SETTING AND PROCESSING SYSTEM 



Art Unit 
Examiner 



Office of Petitions 
L. Walsh 



MaU Stop Petidon 
Commissioner for Patents 



P.O. Box 1450 
Alexandria, VA 22313-1450 



DECLARATION OF 
MARKH.NEBLETT 



I, the undersigned, Mark H. Neblett (Reg, No. 42,028), make this declaration in support 
of the Renewed Petition for Revival of an Application for. Patent Abandoned Unintentionally 
Under 37 CFR § 1 ,13703) for the above identified application. 

1 . Since about September 2003, 1 have been an employee of the law firm of Crowell & 
Moring LLP in Washington, DC. During this period, I have served as counsel, specializing in 
preparing and prosecuting patent applications. 

2. From about March 3 1 , 1 999 to July 3 1 , 2003, 1 was an employee of Kenyon & 
Kenyon ("Kenyon") in Washington, DC. During this period, I served as an associate. 

3. During my employment at Kenyon, I was responsible for prosecuting patent 
applications in the mechanical and electrical arts, including prosecuting patent applications for 
Toyota Jidosha Kabushiki Kaisha, the assignee of U.S. Patent Application Serial No. 08/750,641 



4. Prior to March 22, 2001, to my recollection, Kenyon was contacted by the United 
States Patent and Trademark Office (the "Office") and informed that the Office had lost the file 
for U.S. Patent Application Serial No. 08/750,641 , I was asked to provide a copy of the Kenyon 
file for this application to the USPTO, and was told that this copy woxild be used by the USPTO 
to reconstruct the official file. 



C"641"). 



5. Attached as Exhibit 1 to this Declaration is a copy of a letter I signed enclosing a copy 
of Kenyon's file for United States Patent Appfication No. 08/750,641. In that letter Kenyon 
asked that the file be reconstructed at flie USPTO. 

6. I directed my assistant to pr^are Exhibit 1 and its attached application file, and 
directed my assistant to file Exhibit 1 with the USPTO. 

7. Exhibit 2 to fliis declaration is a photocopy of a return date-stamped postcard received 
firom the USPTO mdicating tihe receipt of Esdnbit 1 by the USPTO. 

8; During my employment at Kenyon, I do not know of a case where I requested the 
USPTO to reconstruct an application file after that application was known by me to be 



9. Durmg my employment at Kenyon, neither the USPTO nor anyone at Kenyon advised 
me tiiat '641 had been abandoned. 

1 0. During my employm^t at Kenyon, neither the client nor anyone at Kenyon 
requested me to allow '641 to become abandoned. 

1 1 . After leaving my employment at Kenyon, I have not been mvolved in prosecution of, 
or been provided information regarding, the '641 application, untU being recently advised of the 
present Petition. 

I declare that all of the above statements made based on my own knowledge are true and 
that aU of the above statements that were made on information and beKef are believed to be true, 
and fijrther declare that these statements are made with the knowledge that knowing, willful and 
materially felse statements, as are defined under Section 1001 of Titie 18 of tiie United States 
Code, are punishdile by fine, imprisonment, or both under Section 1001, and that siich 
statements may affect the validity of the any patent issuing firom '641 if the application is 



abandoned. 



revived. 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant 
Application No. 



Koji SATO, et al. 
08/750,641 



Filing Date 
Title 



16 December 1996 

SCHEDULE SETTING AND PROCESSING SYSTEM 



Art Unit 
Examiner 



OfiELce of Petitions 
L.Walsh 



MaO Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



DECLARATION OF 
JUDITH M. RUSSO 



I, tiie undersigned, Judith M. Russo, make this declaration in support of the Renewed 
Petition for Revival of an Application for Patent Abandoned Unintentionally Under 37 CFR § 
1.137(b) for the above identified application. 

1 . From about November 6, 2002, 1 have been an employee of Kenyon & Kenyon LLP 
("Kenyon") in Kenyon' s Washington, DC oflBce. My current titie is Intellectual Property 
Support Coordinator. 

2. I currentiy supervise the operation of Kenyon' s computerized docketing system for 

Kenyon' s Washington DC oflBce. I am one of over a dozen employees in Kenyon' s docketing 



3. On July 10, 2008, to my recollection, I was consulted by Ingrid Hodge regarding the 
possible abandoned status of U.S. Patent AppUcation Serial No. 08/750,641 C"64r'). 

4. I have examined the docketing records for '641, and see no evidence that Kenyon 
received a paper or communication prior to July 2008 indicating that '641 was abandoned. A 
copy of the docketing report for '641 as of September 15, 2008 is attached as Exhibit 1 to this 
declaration. 



department 



5. As of July 10, 2008, Kenyon's electronic docketiBg system listed '641 as a pending 
application and as "PTO lost file-awaiting OA," where "OA" means "Office Action." Kenyon's 
electronic docketing system indicates that the "PTO lost file-awaiting OA" status was entered 
into the system on July 1 5, 2002: 

6. A 'TTO lost file-awaiting OA" status would appear on various docketing reports, but 
such a status would not directly prompt the need for action by a prosecuting attorney, as such 
status makes it clear that Kenyon is awaiting an Office Action firom the USPTO. 

7. Prior to July 10, 2008, neither the USPTO, nor anyone at Kenyon advised me that 
'641 had been abandoned. 

8. To my knowledge and beUef, the entire delay in filing the reqiiired reply for '641 from 
the due date for the reply until the filing of a grantable petition pursuant to 37 CFR 1 .137(b) was 
unintentional. 

I declare that all of the above statements made based on my own knowledge are true and 
that all of the above statements that were made on information and belief are believed to be true, 
and fiirther declare that these statements are made with the knowledge that knowing, willful and 
materially false statements, as are defined under Section 1001 of Title 18 of the United States 
Code, are punishable by fine, imprisonment, or both under Section 1001, and that such 
statements may affect the validity of the any patent issuing from '641 if the application is 
revived. 
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TN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant : Koji SATO, et al. 

Application No. 08/750,641 



Filing Date 
Title 
Art Unit 
Examiner 



16 December 1996 

SCHEDULE SETTING AND PROCESSING SYSTEM 
Office of Petitions 
L. Walsh 



MaU Stop Petition 
Commissioner for Patents 

P.O. Box 1450 
Alexandria, VA 22313-1450 

DECLARATION OF 
SWAWN W. O'DOWD 

I, the undersigned, Shawn W. O'Dowd, make this declaration in support of the Renewed 
Petition for Revival of an Application for Patent Abandoned Unintentionally Under 37 CFR § 
1.137(b) ("Renewed Petition") for the above identified application. 

1 . ' Since about June 12, 1989, 1 have served as an employee and a partner of Kenyon 
& Kenyon LLP ("Kenyon") in Kenyon's Washington, DC and San Jose offices. 

2. During my employment and tenure as a partner at Kenyon, I had numerous 
responsibilities, including prosecuting patent applications for Toyota Jidosha Kabushiki Kaisha 
("Toyota"), the assignee of U.S. Patent Application Serial No. 08/750,641 C"641"). 

3. On or about July of 2007, 1 was docketed as a supervising partner for the '641 
application. I was docketed as a supervising partner because of the retirement of a prior 
supervising attorney/partner, John C. Altmiller. 

4. Prior to July of 2007, 1 had prosecuted and/or supervised the prosecution of 
numerous otiier Toyota prosecution matters. 

5 . On August 8, 2008, 1 filed a petition under 37 CFR 1 . 1 37(b) (the "Original 
Petition"), indicating that any delay m paying the issue fee in '641 was unintentional. 



6. The USPTO mailed a Dismissal relating to the Original Petition on September 1 0, 

2008. 

7. I had several questions regarding the Dismissal, and attempted to contact 
Examiner Walsh regarding the same; however, Examiner Walsh was away from her usual 
examining functions for much of September and October (e.g., for extended training). On 
October 24, 2008, 1 was able to discuss the petition with Examiner Walsh. 

8. My primary concern was the Examiner's many requirements relating to "all 
persons . . .having firsthand knowledge of the curcumstances surrounding the protracted delay," 
such as the requirement for statements and "[c]opies of any correspondence relating to the filing, 
or to not filing a further reply to the outstanding Office action." (See Dismissal at 2-3.) After 
the discussion witii Examiner Walsh on October 24, 2008 involving the facts and witnesses 
available to us at tiiis time, Examiner Walsh indicated that especially in Ught of tiie fact that only 
the payment of an issue fee was at issue in this case, it would not be necessary at this time to go 
to extraordmary measures to get statements from all persons having firsthand knowledge of the 
circumstances surrounding the delay. 

9. Nevertheless, I, as weU as associates at Kenyon, have made extensive efforts in 
the preparation of the Renewed Petition. We have intensely examined thepaper file wrapper of 
tiie '641 application to determine the identity of the various persons at Kenyon vs^o worked on 
the prosecution of '641 application and to compile the many efforts by these Kenyon attorneys 
and staff to further prosecution of the '641 application. This investigation included contacting 
several former Kenyon employees, including, inter alia, an attorney who was no longer engaged 
in the active practice of patent law, and an attorney who worked for a law firm in Tokyo, Japan. 
Through contacting these former Kenyon employees, Applicants are able to provide fiarther 
detail regarding the events which ultimately resulted in the delay in this case. 

10. In October and November of 2008, 1 contacted MarkNeblett regarding '641. He 
had no specific information or knowledge relating to '641, the abandonment thereof, and the 
discovery of the same. However, as he could give some insight as to the circumstances 
surrounding the filing of the File Reconstruction request of March 23, 2001, Mr. Neblett has 
submitted a declaration m support of tiie Renewed Petition. 
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11. In October of 2008, 1 contacted John Altmiller, a Kenyon partner listed on the 
'641 declaration, regarding '641. He had no specific information or knowledge relating to '641, 
the abandonment thereof and the discovery of the same. However, as he was a supervising 
attorney for the case until his retirement in or about March of 2007, Mr. Altmiller has submitted 
a declaration in support of the Renewed Petition. 

12. In November of 2008, 1 contacted Sterlon Mason, a former prosecuting associate 
who resigned from Kenyon on or about July 21 , 2000, regarding '641 . He had no specific 
information or knowledge relating to '641, the. abandonment thereof, and the discovery of the 
same. 

13. In November of 2008, 1 contacted Frank Pietrantonio, a partner who resigned 
from Kenyon on or about May 1, 2000, regarding '641. He had no specific information or 
knowledge relating to '641 , the abandonment thereof, and the discovery of the same. While his 
name was listed on the '641 declaration, Frank Pietrantonio indicated to me that he was not 
substantively involved with any Toyota prosecutions. 

14. In November of 2008, 1 contacted Japanese counsel for Toyota regarding '641 . 
Japanese counsel for Toyota reviewed their file history for '641 and confirmed that Toyota has 
always been desirous of obtaining a patent related to '641, and that no instructions had been 
received or given to cease prosecution of '641 . 

15. I have spoken with Daniel Shanley, a current Kenyon associate regarding '641 . 
Prior to July 10, 2008, he had no specific information or knowledge relating to '641, the 
abandonment thereof, and the discovery of the same. Mr. Shanley has submitted a declaration in 
support of the Renewed Petition. 

16. I have spoken with Ingrid Hodge, a current Kenyon employee regarding '641 . 
Prior to July 10, 2008, she had no specific mformation or knowledge relating to '641, the 
abandonment thereof, and the discovery of the same. Ms. Hodge has submitted a declaration in 
support of the Renewed Petition. 

17. I have spoken with Judith Russo, a current Kenyon employee regarding ' 641 . 
Prior to July 10, 2008, she had no specific information or knowledge relating to '641, the 



3 



r 



r 



abandonment thereof, and the discovery of the same. Ms. Russo has submitted a declaration in 
svq)port of the Renewed Petition. 

18. Based on my review of a copy of USPTO's filewrapper for '641, the USPTO 
mailed an Advisory Action regarding '641 to Kenyon on February 29, 2000. The address on the 
cover page of the Advisory Action listed Kenyon' s address as "1025 CONNECTICUT 
AVENUE NW." (Exh. 1.) 

19. On February 29, 2000, the ofBces of Kenyon were no longer located at " 1 025 
CONNECTICUT AVENUE NW" in Washington, DC. Less than one year prior to February 29, 
2000, in March of 1999, Kenyon had moved its offices to 1500 K Street. NW, also in 
Washington DC. 

20. As evidenced by an entry into Kenyon's computerized docketing system, the 
Advisory Action of February 29, 2000 was received by Kenyon. (Exh. 2.) 

21 . In response to the Advisory Action, AppUcants filed a Continued Prosecution 
Application (CPA) with the USPTO on March 15, 2000, along with a fee of $800. (Exh. 3.) The 
mailing of the CPA was entered mto Kenyon's computerized docketing system. (Exh. 2.) 

22. The Transmittal Form for the CPA filed March 15, 2000 listed "1500 K Street, 
N.W." as the address of Kenyon. (Exh. 3.) 

23. Based on my review of a copy of Kenyon's filewrapper for '641, on March 29, 
2000, Applicants.filed a Preliminary Amendment with the USPTO via facsimile. (Exh. 4.) The 
Preliminary Amendment faxed to the USPTO on March 29, 2000 listed "1 500 K Street, N.W." 
as the address of Kenyon. (Exh. 4.) 

24. Based on my review of a copy of USPTO's filewrapper for '641, on April 17, 
2000, the USPTO mailed a Notice of Allowability to Kenyon at "1025 CONNECTICUT 
AVENUE NW" in Washington, DC. The Notice of AUowability was "responsive to amendment 
filed 3/29/00." (Exh. 5.) 
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25 . Prior to April 1 7, 2000, staff at Kenyon had been instructed to change the 
correspondence addresses of the many cases then prosecuted by Kenyon's Washington, DC 
office. However, by April 17, 2000, all cases had not yet been processed, including '641 . 

26. Based on my review of the docket report for '641 (Exh. 2), Kenyon did not 
receive the Notice of Allowability. 

27. Based on my review of a copy of USPTO's filewrapper for '641, a copy of the 
"ISSUE FEE TRANSMITTAL" form is contained within the USPTO filewrapper for '641. The 
copy is not signed. Furthennore. the copy is stamped "MATCH & RETURN" and "RECEIVED 
APR 17 2000 TC 3600 MAILROOM." (Exh. 6.) 

28 . The Notice of Allowability indicates that an issue fee of $ 1 2 1 0 was due on July 
17, 2000. (Exh. 5.) i 

29. Based on my review of the file wrapper and docket report for '641 (Exh. 2), there 
is no evidence that Kenyon paid or attempted to pay a $1210 issue fee for '641. 

30. Based on my review of a copy of USPTO's filewrapper for '641, on September 
13 2000 iheUSPTOmailedaNoticeof Abandonment to Kenyon at "1025 CONNECTICUT 
AVENUE NW" in Washington, DC. The Notice of Abandonment was stamped with a message 
"ABANDONMENT CONTACT PERSON IS: TOM HAWKINS 305-8380." (Exh. 7.) 

31. To my knowledge, there is no evidence in Kenyon files, nor in the ' 641 USPTO 
file wrapper that Tom Hawkins, or anyone else at the USPTO, attempted to contact Kenyon via 
telephone prior to mailing the Notice of Abandonment 

32. Based on my review of the docket report for '641 (Exh. 2), Kenyon did not 
receive the Notice of Abandonment. 

33. Based on my review of a copy of Kenyon's filewrapper for '641, on October 2, 
2000, John C. Altmiller (Reg. No. 25,951) of Kenyon signed a Change of Correspondence 
Address changing the correspondence address of '641 to that of customer number 23838. (Exh. 
8.) 
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34. Based on my review of a copy of USPTO's filewrapper for '64 1 , the Change of 
Correspondence Address was stamped as received by OIPE on October 3, 2000, as received by 
Technology Center 2800 on October 4, 2000, and as received by Technology Center 2700 on 
October 6, 2000. There is no other evidence in the '641 USPTO filewrapper that the Change of 
Coirespondence Address signed October 2, 2000 was considered by the USPTO. (Exh. 9.) 

35. Based on my review of a copy of Kenyon's filewrapper for '641, on October 30, 
2000, Robert Hails (Reg. No. 39,702) of Kenyon transmitted by facshnile a second Change of 
Correspondence Address to Examiner Olga Hernandez. The second Change of Correspondence 
Address form indicated that future communications should be sent to John C. Altmiller of 
Kenyon at 1500 K Street, N.W. in Washington, DC. (Exh. 10.) 

36. Based on my review ofa copy ofthe USPTO's filewrapper for '641, the second 
Change of Correspondence Address was stamped as received by Group 3600 on October 30, 

2000. This paper is marked as paper #19, initialed by DRS, and dated June 12 of an unknown 
year (the retrieved copy reads "6-12-0" - the final number appears to have been cut-off upon 
copying). (Exh. 11.) 

37. Based on my review ofa copy of Kenyon's filewrapper for '641, an Associate 
Power of Attorney appointing "John C. Altmiller (Reg. No. 25,951) and other registered 
practitioners of Kenyon mcluded in [Customer Number 23858]" was stamped as received by the 
USPTO on December 1 1 , 2000. The paper, which had Kenyon's New York office address at the 
bottom ofthe page, is dated November 6, 2000, and is signed by Edward W. Greason (Reg. No. 
18,918). (Exh. 12.) 

38. Based on my review ofthe '641 USPTO filewrapper, there is no evidence that the 
Associate Power of Attorney was considered by the USPTO. 

39. Based on my review ofa copy of Kenyon's filewrapper for '641, on January 12, 

2001, Cathy Ryan at Kenyon learned firom a "Conversation w/ group receptionist" that the 
USPTO file for '641 was reported lost on November 27, 2000, the last known destination for the 
file being "tiie file repository." Catiiy Ryan also left a message with Examiner O. Hernandez at 
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1 0:45 AM. The Examiner called back at 2:45 "to verify that file is in Depository." A note 
written next to tiie record of the 10:45 message indicates 'Tower to Inspect" (Exh. 13.) 

40. Based on my review of a copy of Kenyon' s filewrapper for ' 64 1 , a "POWER TO 
INSPECT AND MAKE COPIES" was signed by John C. Altmiller on February 7, 2001. A hand 
written note on the top of the document indicates "LOST 1/16/01 ." A sticky note signed by 
"Cafliy" attached to the document indicates "Denise/Jay to go over 2/8/01." (Exh. 14.) 

41. Based on my review of a copy of Kenyon's filewrapper for '641, a File 
Reconstruction request was stamped as received by "Licensing & Review" on March 23, 2001 . 

The paper indicates: 

We have been informed by the Office that the U.S. Patent and Trademark 
Office's file for [08/750,641] has been lost. Please find attached a copy of &e 
relevant documents forming the file history for this application firom the 
applicant's files for use in reconstructing the Office's file. 

Please reconstruct the file. Thank you for your attention to this matter. 
Please contact [Mark H. Neblett (Reg. No. 42,028)], for any questions. 

The paper was signed by Mark H. Neblett. The postcard is dated March 22, 2001 . (Exh. 1 5.) 

42. Based on my review of a copy of USPTO's filewrapper for '641, there is no 
evidence tiiat the File Reconstruction request was considered by the USPTO. 

43. Based on my review of Kenyon's docketing records, on July 1 5, 2002, an entry 
was made into the elect-onic docketing system at Kenyon mdicating "PTO lost file-awaiting 
OA." (Exh. 2.) 

44. According to the Human Resources department of Kenyon, on July 3 1 , 2003 , 
Mark H. Neblett resigned fi"om employment at Kenyon. 

45. Based on my review of a copy of Kenyon's filewrapper for '641, a paper entitied 
"STATUS INQUIRY" signed by John C. Altmiller was filed with the USPTO. The paper, which 
is dated September 8, 2003, "respectfiiUy request[s] that the Examiner mform Applicants of the 
status of the appUcation." The paper further indicates that "The U.S. Patent and Trademark 
Office notified Applicants that the subject file had been lost and, accordingly. Applicants filed a 
copy of the relevant documents forming the file history in a File Reconstruction on March 23, 
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2001 ." The paper also authorized the Commissioner to "charge any fee relevant to this filing to 
Kenyon & Kenyon Deposit Account No. 1 1-0600." The paper has Kenyon's 1500 K Street, 
N.W. address at the bottom of the page. (Exh. 16.) 

46. A stamped postcard confirming the receipt of the Status Inquiry of September 8, 
2003 is also present in Kenyon's filewrapper for '641. (Exh. 17.) 

47. Based on my review of a copy of USPTO's filewrapper for '641 , there is no 
evidence the Status Inquiry of September 8, 2003 was considered by the USPTO. 

48. Based on my review of a copy of Kenyon's filewrapper for '641 , according to a 
postcard, an Information Disclosure Statement and accompanying papers was stamped as 
received by the USPTO (OIPE) on November 1 8, 2003. (Exh. 1 8.) 

49. Based on my review of a copy of the USPTO's filewrapper for '641, an 
Information Disclosure Statement (IDS) signed by WilUam E. Curry (Reg. No. 43,572) and 
dated November 18, 2003 was filed by Kenyon. The IDS lists Kenyon's 1500 K Street, N.W. 
address. The IDS is stamped as being received by Group 3600 on November 24, 2003. 
According to the IDS, as well as the cover of the '641 USPTO filewrapper, the IDS was 
designated as Paper #20. The IDS indicates that the designation of "#20" was given on February 
13, 2004 ("2/13/4"). (Exh. 19.) 

50. Based on my review of a copy of Kenyon's filewrapper for '641, according to a 
postcard, an Information Disclosure Statement and accompanying papers was stamped as 
received by the USPTO (OIPE) on September 9, 2004. (Exh. 20.) 

51 . Based on my review of a copy of the USPTO's filewrapper for '641, an 
Information Disclosure Statement (IDS) signed by WilUam E. Curry (Reg. No. 43,572) and 
dated September 9, 2004 was filed by Kenyon, The IDS lists Kenyon's 1500 K Street, N.W. 
address. The IDS is stamped as being received by Group 3600 on September 15, 2004. 
According to the IDS, as well as the cover of the '641 USPTO filewrapper, the IDS was 
designated as Paper #2 1 . (Exh. 21 .) 
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52. Based on my review of a copy of Kenyon' s filewrapper for ' 64 1 , a paper entitled 
"REQUEST FOR STATUS" signed by William E. Cuiry (Reg. No. 43,572) is present in 
Kenyon's paper files. The paper, which is dated September 15, 2004, indicated: 

A request for continued prosecution with an Information Disclosure 
Statement was filed in this case on 1 5 March 2000. A preliminary amendment 
was faxed to the Examiner on 29 March 2000. A change of correspondence 
address was filed on 30 October 2000. Thereafter, a copy of the entire file was 
submitted for re-construction of the lost file on 23 March 2001. A status inquiry 
was filed on 8 September 2003. Information Disclosure Statements were filed on 
18 November 2003 and 9 September 2004, respectively. 

It is respectfully requested that the undesigned [William E. Curry] be 
informed when an Office Action or other communication from the Patent Office 
may be expected in this case. 

The paper has Kenyon's 1 500 K Street, N.W. address at the bottom of the page. A stamped 
postcard confirms that the USPTO received the paper on September 1 5, 2004. (Exh. 22.) 

53. Based on my review ofa copy ofUSPTO's filewrapper for '641, there is no 
evidence that the Request for Status of September 15, 2004 was considered by the USPTO. 

54. According to Kenyon's Human Resources department, in January 2007, William 
E. Curry's employment ended at Kenyon. 

55. According to Kenyon's human resources department, on July 31, 2007, John C. 
Altmiller resigned from employment at Kenyon. 

56. Contemporaneous with John C. Altmiller's resignation, I was docketed as the 
attorney responsible for '641. 

57. Based on my review of a copy of USPTO's filewrapper for '641 , on June 27, 
2008, Japanese patent counsel for AppUcants' faxed a letter to Kenyon inquiring as to the status 
of '641 . The communication was addressed to William E. Curry. 

58. Based on my review of a copy of USPTO's filewrapper for '641, on July 10, 
2008, Japanese patent counsel for Applicants' faxed a reminder communication to Kenyon. 
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59. I did not know or even suspect that the ' 64 1 patent was abandoned until on or 
after July 10, 2008. To my recollection, Daniel Shanley, informed me of the abandoned status of 
'641, after made an investigation into the status of '641, 

60. On or about July 23, 2008, 1 took primary responsibility for filing a petition to 
revive with the USPTO. 

61 . Based on the above information, as well as my recollection regarding the 
prosecution of Toyota cases, it is my conclusion that the Notice of Allowance for '641 was not 
received by Kenyon, but rather, was returned to the USPTO as undeUverable. 

62. Based on the above information, as well as my recollection regarding the 
prosecution of Toyota cases, it is my conclusion that the Notice of Abandonment for '641 was 
similarly not received by Kenyon. 

63. I do not recaU of a case during my employment at Kenyon where I requested the 
Office to reconstruct an appUcation file after that application had been abandoned. 

64. Prior to July 1 0, 2008, 1 do not recaU the Office or anyone at Kenyon advising me 
that ' 64 1 had been abandoned. 

65. I do not recall the client or anyone at Kenyon ever requesting me to allow '641 to 
become abandoned. 

66. To my knowledge and belief, the entire delay in filing the reqmred reply for ' 641 
from the due date for the reply until the filing of a grantable petition pursuant to 37 CFR 
1.137(b) was unintentional. 

I declare that all of the above statements made based on my own knowledge are true and 
that all of the above statements that were made on information and beUef are beUeved to be true, 
and further declare that these statements are made with the knowledge that knowing, willful and 
materially false statements, as are defined under Section 1001 of Title 18 of the United States 
Code, are punishable by fine, imprisonment, or both under Section 1001, and that such 
statements may affect the vaUdity of any patent issuing from '641 if the application is revived. 
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Shawn W. O- Dowd 
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PATENT 
Docket No. 77792/23 



m THE tlNITED STATES PATENT AND TRADEMARK OFFICE 



Invehtois 
Serial No. 
Filed 
For 



Koji SATO et al. 
08/750,641 
December 16, 1996 

SCHEDULE SBITING AND PROCESSING 
SYSTEM 



Group Art Unit : 2316 

Examiner = 0- Hernandez 

ASSISTANT COMMISSIONHR FOR PATENTS 
Wastdngton, D.C. 20231 

PRRLIMMAB V AMENDMENT 

SIR: 

By Office Action daicd November 23, 1999. pending claims 1-6 were finafly 

rejected and claims 7-10 were objected to. 

AppUcams filed a Response to Final Office Action Pursuant to 37 C.F.R. §1.116 on 
February 23, 2000, submitltog remarks to traverse die rejections. However, by Advisory 
Action dated February 29, 2000, the rejections were maintained. 

Applicants therefore ffled a Request for a Cominucd Prosecution Application (CPA) 
pursuant to 37 C.F.R. §1 .53(d) on March 15. 2000. 

Please enter (he foDowing amendments prior to examination of the above-identified 

application. 

THE CLAIMS; 

Please amend claim 1 as follows. All of the claims have been presented for the 

Examiner's convenience. 

1 . (Three Times Amaided) A schedule-set-up management system comprising: 
mputting means for entering at least destination information and desired arrival time 

mformatioo; 
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ftame-prepactog means for preparing a basic ftame of a schedule including types of 
intermediate and final locations, and a transfer order, indicating a chronological sequence 
of events in Raid basic frame based on Slid destination information and desired arrival time 
information; and 

schedule-preparing means for accessing a data base to retrieve specific facilities 
fitting said basic ftame, thereby preparing a schedule in which intennediate and final 
locations are specified. 

2. (Unchanged) The schedule-set-up management system is accordance vsnth 
Clann 1, wherem said frame-preparing means selects one basic frame of a schedule which 
fits said destination infbnnation and desued arrival time raformation fi-om a plurality of 
basic frames pre-stored in a memory device, 

3 . (Unchanged) The schedule-set-up mamgement system in accordance with 
Claim 1 . wherein said iignittmg means and frame-preparing means are disposed in a 
tetminat device, said schedule-pr^aring means disposed in a host device, said terminal 
device and host device are connected via a communication line, said terminal device 
(ransmits said basic frame- prepared by said frame preparing means to said host device, 
said host device transmits said sdiedule prepared by said schedule-preparmg means to said 
terminal device. 

4. (Unchanged) The schedule-set-up management system in aixordance wifli 
Claim 3. wherein said t.>rrt>itigT device tes a display means for displaying: a touch switch 
used for entering said destination information and desired arrival time hifonnation; said 
prepared basic frame; and smdtransndtted schedule. 

5. (Unchanged) The schedule-setmp management system in accordance with 

Claim 1, fiirther comprising: 

routfr-searcWng means for searching an optimum route for carrying out said 

schedule using ms^ data. 
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6. (Undiange<0 The sChediile-set-iip njaaageaaent system in accordance wifli 
claim 3, wherein said terminal devire disconnects the CMlniuuicadoii liiie comiecdng with 
said host device after transmitting said basic frame, and tcconnects Ihe conmranioation line 
connecdng with said host device after completing tlie preparation of said schedule in order 
to receive said schedule. 

7. (Unchanged) The schedule-set-up management system in accordance wifli 

Claim 1 , further compristag: 

a watch center for watchii^ the hjq)lementailoQ of said schedule, wherein said 
schedalei)reparing means re-prepares a schedule based on information from said watchmg 
center. 

8. (Unchanged) The schedule-set-up managemcta system in accordance with 
aahn 7. whereiii said watching center has infbnnatioiwbiaining means for otrtahung 
posifiott mformation of a schedule implcmenter, mformation of the intermediaie locations m 
said schedule and traffic mformation between die intennediate locations, the obtained 
uiformation being supplied to said schedule-preparing mean. 

9. (Uudianged) The schedulfr-set-up managemem system in accordance with 
Claim 8. wherein said information-obtaimng means of said watcWng center fiirdier obiaias 
weather mformation, and supplies the obtained weather mformation to said scheduler 
pr^aring means. 

1 0. (Unchanged) The schedule-set-up management system in accordance with 
Claim 7. wherein said schedule-preparing means evaluates the influence of tiie information 
scCTlied ftom said watching center of the implementation of said schedule, and again 
prepares a schedule based on evaluation results. 

REMARKS 

The final Office Action maHed November 23, 1999 andUie Advisory Action mailed 
February 29, 2000 have been careMly reviewed and die foregoing amendments and 
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foflowing remarls are made thereto, aairas 1-10 are presently pending in tiiis application 
for consideration. 

As a preliminary matter. Applicants thank Examiner Hernandez for her courtesies 
extended to Applicants' representative during the March 23» 2000 telephonic interview. 
The substance of fhc interview is embo^ed in the following ronarks. 

Tlie final Office Action rcj^ts claims 1-4 under 35 U.S-C. §I03(a) as being 
unpatCTtable over U.S. Patent No. 5,237,499 to Garback in view of travel planning system 
(travdersnetcom) [hereinaJter '"Travelers"] and U.S. Patent No. 4,862,357 to Ahlstrom et 
al. [hereinafter "Ahlstrom"] and claun 5 under die same as bemg uiipateniable over ifae 
combination of Garback and Travelers infurfher view of U.S. Patent No, 5,757,289 to 
Nimura et al. |heidnafter "Nmura"]* In addition, the Advisory Action indicates that 
Applicants* argunsents were not directed to the claimed subject matter. 

Applicants respectfully submit that the amended clafans are patentably 
distinguishable over the cited references as required by §103. Applicants funher submit 
that the cited references foil to disclose "a frame-preparing means for preparing a basic frame 
of a schedule racluding types of intermediate and final locations, and a transfer order 
indicated a chrnnnlo^cal sequence ofeven ffi m smd basic frame> based on said destination 
information and desired amval time infermatlon" as recited in independent claim 1 . Thus, 
these claims arc allowable over the cited references. 

A "transfer order" refers to a chronological sequence of events in a basic frame. 
One example of such a sequence is described hi the specification, on page 1 1 , lines 8-15, hi 
which the transfer order of events is as foUows: departure walk - lunch amusement 
park -> night view return back. Another example is also shown on page 12. The basic 
frame of the present invention consists of a typ^ of location and the transfer order, and a 
more specific schedule is prepared based on this basic frame. The idea of the prescmt 
mvention m which the basic fl:anie comprising the type md order is hiitiany determmed is 
. not disclosed m the cited references. 

Conclusion 

Exammation of this application in light of the foregomg amendment is lespectftiUy 
requested. The Examaner is tavited to contact the undersigned at (202) 220-4240 to discuss 
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any matter concerning this a^iication* 

The Office is hereby aufliorized to charge any additional fees or credit any 
overpayments under 37 C.F.R. §1.16 or 1.17 to Deposit Acconnt No. U-0600. 

Respectfully submitted, 
KENYON & KENY ON 



Dated: March 29, 2000 




Km^YON & KENYON 
1500 K Street N,W. 
Washington, DC 20005 
tel : 202/220-4200 
fax: 202/2204201 
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Filing Dste 
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Aftumey Docket Number 
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[Yl Customer Number 



2!3838 
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Number Data Change* (PTQffiB/124). 
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FATENT 



IN THE PNTTFO STATES PATENT AND TR APKlvrARK OFPrCK 



APPLICANTS : 

SERIAL NO. : 

FILED : 

FOR : 

GROUP ARTUNTT : 

EXAlvmSIER : 



Koji SATO, et al, 
08/750,641 



December 16, 1996 



SCHEDULE SETTING AND PROCESSING SYSTEM 



2316 



O. Hermndez 



Assistant CoJnitiissiDner for Patents 
Washington D.C. 20231 



CHANGE OF rORRESPON mr.NrK ADDRESS 



SIR; 



Notice is hereby given that the ciarrespondence address in the above-identified 
pplication has changed* Please address all future communications regarding &is appUcation to; 

JdhnCAltmiller 
KENYON&KENYON 
1500 K Street, N-W. 
Washington, D-C. 20006 

This address change is effective immediately. Thank you. 

Respectfully submitted, 

KBNYON & KENYON 



Dated; October 30. 200Q 




fohn C AltmiUer (Reg. No. 25,95 1 ) 
Robert L. Hails, Jr. (R^. No, 39,702) 



KENYON &KE^fYQN 
1500 K Street, N.W., Suite 700 
Washington, DC 20005 
(202) 220-4200 
(202)220-4201 (fax) 



DCOl 322701 V 1 
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PAXKO: 

im% 

FBOU: 
SUSJEdT: 

NO! 

HaOr PAGES 
mCUlDlNOCOVSR: 



Examiner Olga Hernandez 
703 30S-35&7 
October 30, 2000 
Robert U Halts. Jr. (202 220-423B) 
Patarrt Application S.N. 08/750,6*1 

77792/23 



Offifclaj 



Please call (202)3204297 if at>y tages were tim received or arft iUsgible. 



MESSAGE: 

Plwsccmer the enddserf cammunicflfionla appUeuilon 08/750,641, 
Regards, 



V . / ^ ;» ihfa iv«im«a ft ptnev or IvtiegBl an d twTtfewla: iiifymation (ntentitt) only for ^h^ uw 
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FRQit jsmm I mm -dc 



10. 30' 00 •16:l?''^Tf6j 31^^4351538829 P ? 



IN THE \mmM STATES PATOKT AND TfeAPE MAniC QFTTCK 



APPLICANTS 
SERIAL KO. 

FOR 

GROUP ART UNIT 
n^CAMJMER 



KojiSATO,etal.' 
T)cccnibert6, 1996 

SCHEDULE SmmNG AND PROCESSING SYSTEM 
2316 



Assisumt Commtssf oner for Paienis 




FAX RECEIVHD 
OCJ0 0 2000 ' 
GROUP S600 



CHANGE OF CORRKSPOm>irwCE ADPRESS 



SIR; 



>loilc6 is }iei«hy 3lv«n itmc the {offcspondeiv^d additss in the above-idcn'^ed 
application bas chan^cd^ Pfea$e addre^ at! Mm coiumtioScatioini reganltiig ihb application to: 

# * 

JohnC. Altmlllcr 
KEWYON & KBNyON 
1500IC Street, N.W. 
WMhitti?ton. nX. 20006 

'J liliT address change is effective Immediately. Thank you. 

Rciipectriilly subralwi 

KENTON C& KEN YON 



JCKNTON&KENYON 
15S0KSlni«.RW^Si3i(c7OO 
\VasliIii£ton,DC 20005 
(202) 22M200 

(202) 220-4201 (fax) 




' John C Alimilier (Reg. No. 25.9,^ t 
Ri>b«rl L. Hails, Jr. (Reg. Ka. 39,702) 
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EXHIBIT 12 TO O'DOWD DECLAR4TiON 




PATENT 
Docket No.: 77792/23 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



APPLICANT 
SERIAL NO. 
RUNG DATE 
FOR 



08/750641 
December 16, 1996 

SCHEDULE SETTING AND PROCESSING SYSTEM 



Commissioner of Patents and Trademarks 
Washington D.C. 20231 



ASSOCIATE POWER OF ATTORNEY 



S!n 



P,e.sB recognize John C. Altmlller. (Reg. No. 25,951) and oiher regtetered praCboners 
of Kenyon & Kenyon included in me Customer Number provided below, witt. full pow^ 
pll said eppiicaoon. to .aKe e.tera«™,s and a— ts tnerein. and to ^nsact eH 

Jjjjsi ness in the 



Patent and Trademark Office connected therewith. 



" CUSTOMER NUMBER: 23838- 



Respectfully submitted, 



Date 



Edward W. Greason< 
Reg. No. 1B»918 



KENYON &KENYO« 
One Broadway 
NewYorKNYlOOM 
(212)425-7200 Ctfilephone) 



0C01 333824 Vl 
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EXHIBIT 13 TO O'DOWD DECLARATION 



CATHY RYAN 
KEMVttM ft KCIiiyON 

AJIp wOais -/Oso, 
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EXHIBIT 14 TO O'DOWD DECLARATION 



FATKNT 
Docket No, 77792/23 



IN TICE UNTTEb STATES PATENT AN D TRADEMAKR OKFiCR 
tftvcotois : Koji SATO ct oi. 

SefidNo. : 08/75Q,64I 

Assistant CommUsiancr of Fatcmu 

l>CW-ERTOmSt^ECTANl»M^ 

SIR: 

Dcnisc Kngi idi and Jay Johnsott are beteby aaiboftzod to inspect and copy file foe tfie 

Respectfully submftted, 
KENVON&KEXYON 




1 



Jdfipt; Altmi!!cr,:Rcg&tration No, 25,951 
kSroa^HW. Suite 7b& 

Washington^ b,0, .20005 
telepkme: 002)220.4200 
Kdcsimnc: (202)2204201 



4 
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PATIENT 
Docket No. 77792/23 



Invent 
Serial! 
Filed 
For 

Assistani 
Washing 



SIR: 

Da 

abov6-capl 



EMARK QFFTCaB 




iSSlNG SYSTEM 



O U 




1ES 



ct and copy the file i^r the 



Date: 





JofirC. Altmill^, Registration No. 25,951 
^ON&KENYON 
[00 K Street KW, Suite 700 
Washington, D.C. 20005 
Telephone: (202)220-4200 
Facsimfle: (202)220-4201 
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DECLARATION 



APPLTCANt 
SERIAL NO. 
FILING DATE 
FOR 

GROUP ART UNIT 
EXAMINER 



PATENT 
Docket No,: 77792/23 



^iT imrm> STATF^<s PATFNT ^NI> TR APW^IC. 



OFEICE 



Koji SATO, et al, 
08/750,641 
December 16, 1996 

SCHEDULE SETTING AND PROCESSlNa SYSTEM 
2316 

O.HERNANDEZ 



r 

Assistant Commissioner for Patents 

Washington. D.C 20231 ^ ^ p^^^T^^TRnCTION 



SIR: 

reconstructing the Office's file. 

Please reconstruct the file. Thank you fotyour attention to this matter. Please 
contacttheundenasned8t202-2204232,fer any questions. 

Respectfully submitted. 




MarklLNeblett 
Reg. No. 42,028 



DCOl 381126 V 1 
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The stamp -of tiie Pateat Office b&tcoh, jy b& taken, as aclcn6wtea#Jg tiie 



APPLICAKTSt 
SERIAL NO.: 
FILEDi 
FOR: 

GROUP ART UNIT: 



K<iiSATO:,etal. 

08^50,641 
Decetnbef, 16, 1996 

SCHEDULE SETTING AND PROCESSING 

SYSTEM 

2316 



1. 



FOe Reeonslmetloii 



1 < 



' '.I • . « 

- 1 * ■- . 



MHH/isct 



77792/23 



3/23/0 
1 
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EXHIBIT 16 TO O'DOWD DECLARATION 



TK THE mrrfei) statks ^^ATBNj ani> nupjtiviAftfi: qmice 



AFPtlCANKS): 
SERIALNO-: 
FILED: 
FOR: 

ARTUWm 



KojiSATOctal. 

2316 EXAKflNisR: O-Heniandcc 



COMirflSSfONER FOR PATENTS 
P.O, M50 
/McxAjsdiia. V A 22313-1450 



SIR: 



Afiglitante fp? the ftbowcitiultri;. apjiIicBtiwi ftspectftdty requcfa ibt ibo Exaoriiter 
fefoim AppliaintS^riFie stite af ihc appJicati'otL AppHcSnis iSlcd the oppEeatiditon December 
15% i«id tecdvtsi an ofncbl JFifiUg Recdpton Warch 14, 1997, 

tho UJS. Paicnf and Tttdcmark 0£Kcei nollfied. AppUcanls that fto si?yccr file hadlwca 
lost tmd,flccar(|in$ly, AppHcfinte filed a^opyortbe^^ fbrmtrtgfimfibhSsioiy 
in a FUcltccdiiilnrctton on March 23» 20f>l. 

The Ckimimissidiieris suehon^ 
Kca>'Dn&Kcn>wl>q)Ofiit AccoTWtNo. Il-0fi0&. A tfupUfcatcorthtssbiclkaftechwf. 

KcspcctftiDy $ubmitt^^ 



Dale; ^epfembor8;.20O3 




KENTON ^iCEKYON 
1500 k: Stro«, RWm Suite 700 
Wasbtngton, dC 20005 
Tct: (202)429-1776 
Fax: (202) 429u(r?96 



iC AiUbillcr 
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EXHIBIT 17 TO 0*DOWD DECLARATION 



Thsstscip of the I'iicnt Office hcrew ota>' tc fts sscVrwwltd^mci tba rectEpt, on ilat<larc 
<tajnp^ or. 



PAPERS* rtl^D: 
I. Stilus iD^urry 



SCHEDUtBSBrnKC AKD H«5CfiS;SlK0 SVStHM 
2316 
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EXHIBIT 18 TO O'DOWD DECLARATION 



The stan^ of the Patent Office heteon may 6e tafcrai as adsnowMpng (liereceqit, oatlffi date 



lNVENTOR(S): 

SBRIALNO.: 

FELED; 

UILE: 

GROUP ART: 

BXAMINER: 



Koji SAtO et aL 
08/750,641 
December 16, 1996 

SCHEDULE SErrma AND PROCESSiNG SYSTEM 
2316 

O.'Esaatsdez 



: Ltformation Disdosure Statement (2 pp.) 

; 1449A/FrO - Inft, Disclosure StatemeJtt by AppHcaat 

; foretga Patent Document - CN 1090<>66A 




WEC/rl 



77792/23 



November 18, 2003 
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EXHIBIT 19 TO O'DOWD DECLARATION 




PATEI 

Atom^y Docket No. ?r792/2!a 




IN 



THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re the Application of: 



APPUCANT(s) 
SERIAL NO, 
FILED 
FOR 

EXAMINER 
W^^T'UNfT 



Kop SATOv 6t al. 

I 

08/750.641 
December 1*f&95 

ScMetiuIe Sotting and Procooolng System 

0, Hernandez 

2316 




Commlsslorier for Patents 

P.O.Box 1460 • 
Alexandria, VA 22313-1450 

* 1 

Sir. 

Pureuatrt to 37 CFR § 1 .56. ih^. atterrflon of fte Patent and mdeniarH Office 

,„.cat«lhsreMnecopyofea^^e«nce,sa«a.had..tls.^^^^^^^ 

thattha info^aeon be expiessly «».wer«.du.na the p:^-^^^ 

and «lat the ref.rance(.) be made of «cord therein and appear among tha R^erences 

Cited-on any patontto Issue Iherefrom, The filing of this lnfbrn,aaon Ofeclosum 

Stetementand the enclosed PTO Fonn Na ^all not be 

admission that the tnfonnaflon cited Is.prfor art; or te consldeiBd to be matena^ o 

p4ntai,«tt,as■de.iftedln37C.F.It|t.56<b^.iisbeliey«ith^^ 
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EXHffilT 20 TO O'DOWD DECLARATION 



The stomp of tbfi Pateiil:0£Q«e hfireoti maybe 
receipt on the date stanjped, of 

INVE^3TQRS^ Ktgi SATO, et al. 
SERIAL NO. : 08/750,641 
FQL6D : ll>ecei£lier 199S 

Ettolosed: INFORMATION WSCLOSUEB STATEMENT, FOBM 
PTO-I44$, SEVEN KEFS., EP SEARCH REPORT 



WBC/is 77792^23 09/09/04 




43 



(_ 1 



EXHIBIT 21 TO O'DOWD DECLARATION 




SERIAL NO. 

BLED 

FOR 

GROUP ART UNIT 
BCAMWER 




Dochet No. 77792/23 

APPLICANTS : Kofl SATO, 3tal. 

- 08/760.641 
1'Oeoember1995 

SCHHJULESETTINGANDPROCESSING SYSTTEM 

"^'^ RECEIVED 

O. Hernandez SEP 1 5 W 

COMfcflSStONei TOR PATENTS 

p.O.Bt«l45{r . ^3 
AJexancWa. Vltglnla 22313-14S0 

INFORMATION DISpLOSURE STATgdENT 

and S iMm. references listed o« the e«aohed fo«n PT0^1449 are 
hereby broughtto «he ExamW s attention. 

.ui. >J7 rPR s 198 coDtes Of tho references are 

submitted herewm. 

etete^Atit of i^f iBvancv 

The ,efe.enc9sv>«re cited .n the European Sea«:h Report of a related 
European Patent Application. A.«py of the Search Reportfe enclosed. 

The undersigned attorneyneraDystatBsthate«h itom of information - 

contained In this Infonnatlon dtectosure etstement^as fl«l c«ed In m 
non«nunlcatJonfrotnafb,«ignpatenlofnceinaoounle,pattfb.BlSn 

TpZlnotrno^than.th^rnortthapribrtothefiOngrfthel^^^^ 
disdosiffe statement 
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EXHIBIT 22 TO O'DOWD DECLARATION 



PATENT 
Docket No. ITI^im 

m UNITEP STATES PATENT AND TO ADEMAmg OFPICR 



Inventors : Koji SATO, el aL 

Serial No. : 08/750,641 

Ffled : 16 December 1996 

For : SCHEDULE SETTING AND PROCESSING SYSTEM 

Group Alt : 2316 

Examiner : 0. Hernandez 



COMMISSIONER FOR PATENTS 
P.O.Box 1450 

Alexandria, Virginia 223 ! 3- 1 450 

REQUEST FOR STATUS 

SIR: 

A request for continued prosecution with an Infonnation Disclosure Statement 
was filed in this case on 15 March 2000. A preliminary amendment was faxed to the 
Examiner on 29 Mardi 2000. A change of conBspondence address was filed on 30 
October 2000. Thereafter, a copy of the entire file was submitted for re-cpnsbruction of 
the lost file on 23 March 2001 . A slatus inquiry was filed on 8 September 2003. 
Infonnation Disclosure Statements were fifed on 18 November 2003 and 9 September 
2004, respectively. 

It is respectfully requested that the undersigned be informed when an Office 
Action or other communication from the Patent Office may be expected in this case. 

Respectfully submitted, 

KENYON & KENYON 

Dated: 1 5 September 2004 

1600 K Street, N.W.. Suite 700 
Washington, DO 20005 
Tel: (202)220-4200 
Fax: (202)220-4201 

505235 




William E. Curry 
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The stamp of flie xrsAsaX Office hereon be taken as aoKirowledging the receipt, 
on the date stamped, of 

Baventor(s): Koji SATO, et al. 
Serial No„: 08/750,641 
Filed; 16 Deceiaber 1996 

Enclosed: 

REQUEST FOR STATUS 



WEG/is . • 77792/23 09/15/04 
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nv TRF. UNITED STATES PATENT AND TRADEMARK OFFICE 



Filing Date 
Title 



Applicant 
Application No. 



Koji SATO, et al. 

08/750,641 

16 December 1996 

SCHEDULE SETTING AND PROCESSING SYSTEM 



Art Unit 
Examiner 



Office of Petitions 



L. Walsh 



Mai! Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



DECLARATION OF 
DANIEL G. SHANLEY 



I, tiie undersigned, Daniel G. Shanley, make this declaration in support of the Renewed 
Petition for Revival of an Application for Patent Abandoned Unintentionally Under 37 CFR § 
1.137(b) for the above identified application. 

1. From about Janiiary 9, 2006, 1 have been an associate of Kenyon & Kenyon LLP 
('TfCenyon") in Kenyon' s Washington, DC office. 

2. At Kenyon, I primarily prosecute patent applications in the mechanical and electrical 
arts, including prosecuting patent applications for Toyota Jidosha Kabushiki Kaisha ("Toyota"), 
Ihe assignee of U.S. Patent AppUcation Serial No. 08/750,641 C"641"). 

3. Shawn W. 0*Dowd, a partner at Kenyon, is the supervising partner for most of the 
applications I prosecute for Toyota. 

4. As of July 10, 2008, 1 was not docketed as a responsible attorney for '641, and to my 
knowledge, had no prior involvement with that case. On or about September 1 5, 2008, 1 was 
formally docketed as a responsible attomey for '641. 

5. On July 10, 2008, presumably because I regularly assist with Toyota applications, I 
was forwarded a communication from Toyota's Japanese counsel inquiring as to the status of the 



'641 application. The communication was addressed to William Curry, a former Kenyon 
employee. On tiiat day, I replied to Toyota's Japanese counsel, indicating that Kenyon would 
look into the matter. 

6. On July 10, 2008, 1 asked my assistant, Ingrid Hodge, to inquire as to the status of 
'641 immediately. 

7. Later in the day on July 10, 2008, 1 learned from Ingrid Hodge for the first tune that 
'641 may be abandoned. 

8. I then asked Ingrid Hodge to obtain a partial ffle wrapper from the USPTO, so as to 
conjBrm that the '641 application had in fact abandoned. 

9. On or about July 13, 2008, based on my review of a copy of USPTO's filewrapper for 
'641, 1 first gained actual knowledge that '641 had become abandoned. 

10. On or about July 14, 2008, 1 reported my findings regarding the status of '641 to 
Toyota's Japanese coimsel. 

11. On or about July 23, 2008, Toyota's Japanese counsel directed Kenyon to file a 
petition to revive '641. At or about this time, Shawn W. O'Dowd took over primary 
responsibility for the '641 application. 

12. I had no significant involvement with the filing of a petition to revive '641, other 
than providing information relevant to the preparation of this declaration. 

13. Prior to July 10, 2008, 1 do not recall the Office or anyone at Kenyon advising me 
that '641 had been abandoned. 

14. To my knowledge and belief, the entire delay in filing the required reply for '641 
from the due date for the reply until the filing of a grantable petition pursuant to 37 CFR 

LI 3 7(b) was unintentional. 

I declare that all of the above statements made based on my own knowledge are true and 
that all of the above statements that were made on information and belief are believed to be true, 



and further declare that these statements are made with the knowledge that knowing, willfiil and 
materially false statements, as are defined imder Section 1001 of Title 18 of the United States 
Code, are punishable by fine, imprisonment, or both under Section 1001, and that such 
statements may affect the validity of the any patent issuing from '641 if the application is 
revived. 

Dated: lO^ttQr^^e/ lOO ^ ^njuJQ>.^n^ 

Daniel G, Shanley 



01/03/2002 01:34 5407520B23 r.,.-im«Ki9PJ?j^ X^^' ^ 

12/10/2009 19-11 FAK 202202420,;- RtH.UH«KtNY'JH ^, 

( ' I • 



j f. ^o,r rmrr nn STATES P ATFNT ^m T1RAMMA»K OFFICE 

AppUcaat : Koji SATO, et al. 

Application No. 08/750,641 

Filing Date : 16 December 1 996 

SCHEDULE SETTING AND PROCESSING SYSTEM 

Art Unit : Office of Petitions 

Examiner ; L. Wahb 

MfliI Stop Petition 
Commisrioaer for P&tettts 

P.O. Box 1450 
Alexandria, VA 23313-14S0 

DECLARATION OF 
INI^MD HODGE 

I. the undemgned, Ingrid Hodge, make this decleratton in support of the Renewed 
Petition to Revival of an Applicaiion for Patent Abandoned Unintentionally Under 37 CFR § 
\ . 137(b) for the above identified ^lication- 

1 . From about August 3 1 , 1 999, 1 have been mi employee at Kenyon & Kenyon LLP 
("Keny W) in Keoyon's Waahington, DC office. 

2. At Kenyon. I am a secretary who aasUts several atiomeys in various imellccwa! 
property matierg. I frequently aasiw Daniel ShanJey. ^ associaie at Kenyon. with various parent 
p«,secution tnaners. including patent prosecutions for Toyota Jidosha Kabushiki Kaisba 
("Toyota"), the assignee of U.S. Patent Application Serial No. 08/750.641 r 641"). 

3. As of July 10. 2008, to ray knovvlodge and heUef, I had had no prior involvemem with 

'641. 

4. On July 10, 2008, 1 was asked by Daniel Shanley to ixiquire as to the swtu* of '641. 

5. On July 10, 2008, 1 first leamad of the abandoned status of '641 from the USPTO. I 
was told by Kis. Bait of the Office of Petitions that '641 had abandoned. According to my notes. 



01/03/2002 01:34 5407520623 ti^HYUHUKt^HY^ 



Ms Barr suggested that a "Petitioa to vrfthdmwmg of ihe holding of AWanmem" be filed 
along with "docket ircoris, etc." My ooies bio attached as Exhibit 1 to this declaraticn. 

6 ithencoi^idtcdDamclShanleyandJudithRu.sorceatding'641. I was instrvicted to 
obtain a paxtial file Wrapper of 641 from the USPIO, «tartng with the final office action maUed 
November 23. 1 W9, so as to confinn that '641 bad in facr abandoned. On July 10, 2008. 1 sent 
an e-mail to Ondrca Lugo requesting this partial filp >«apper. This e-xnail is attached as Exhibn 
2 to this declaraiioa. 

7. Prior to My 10, 2008. 1 do not recall the Office or anyone at Kenyon advising me that 
' 64 1 he<d been abandoned. 

g. To my knowledge and beUef. the emiie delay in filing the required reply for '641 ftom 
the due date for the reply until the filing of a grantable petition pursuant to 37 CFR 1 .137(b) was 
tuiintejicioxial. 

1 deolace that all of the above statements made based on m^* own knowledge are true and 
that all of the above statements that were made on infonnation and belief are beUavcd to be trae, 
and further declare thatUiese slatements are made with the knowledge that knowing, willfid and 
materially falae stalements, as are defined nnder Section 1001 of Tide 18 of the United Slates 
Code, ate punishable by fineampiiftoninetil. or both under Section 1001. and that such 
statements may affect the validity of Ihe any patent issuing from '641 if the appUcaUon is 
revived. 

Dated; Jkte^aM^ lI^ifL^jfe^l^ 

=^ ^ Ingrid Hodge 



01/03/2002 01:34 5407520523 
12/10/2008 13:12 FAX 20220242|)^ 



HDD6E 
KENVONtKEHYON 



PAGE 03 
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EXHIBIT 2 TO H0D6£ DECLARATION 



at! 



tot ItfM f«p4 wvyttfir^ etofli^ fcav MA tea «9p88t Soft cQ^. 



01/03/2002 01:34 5407520623 HODSE 
12/ 18 -12 FAX 262202420y-- . r.ENYUN*NtNVUN 



EXHIBIT 1 TO HOUGE DECLAIUTION 

0 J/ If/IB c^^-f-^w 
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m THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant 
Application No. 
Filing Date 
Title 
Art Unit 



Koji SATO, et al. 
08/750,641 



16 December 1996 

SCHEDULE SETTING AND PROCESSING SYSTEM 



Examiner 



Office of Petitions 
L. Walsh 



Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



DECLARATION OF 
WILLIAM E, CURRY 



I, the undersigned, William E. Curry (Reg, No. 43,572), make this declaration in support 
of the Renewed Petition for Revival of an Application for Patent Abandoned Unmtentionally 
Under 37 CFR §1.13 7(b) for the above identified application. 

1. I am currently a patent attorney working for the firai of Turocy & Watson, LLP. I am 
currently an associate, primarily specializing in preparing and prosecuting patent applications in 
the computer-related and mechanical arts. 

2, From April 2, 2001 to aibout January 2007, 1 was an employee of Kenyon & Kenyon 
('TKenyon") in Washington, DC, and was paid a salary by Kenyon through March 31, 2007. 
While employed ui Washington, DC, I served as an associate. 

3, During my employment at Kenyon, I was responsible for prosecuting patent 
applications primarily m the mechanical and electrical arts, includmg prosecuting patent 
applications for Toyota Jidosha Kabushiki Kaisha, the assignee of U.S. Patent Application Serial 
No. 08/750,641 C"641»). 

4. Exhibit 1 to this declaration is a copy of a letter I signed on November 18, 2003 which 
relates to an Information Disclosure Statement filed on the same date. 



5. I am informed that Exhibit 2 to this declaration is a photocopy of a return date- 
stamped postcard received from the USPTO indicatmg the receipt of Exhibit 1 by the USPTO. 

6. Exhibit 3 to this declaration is a copy of a letter I signed on September 9, 2004 which 
relates to an Information Disclosure Statement filed on the same date. 

7. I am informed that Exhibit 4 to this declaration is a photocopy of a return date- 
stamped postcard received from the USPTO indicating the receipt of Exhibit 3 by the USPTO. 

8. Exhibit 5 to this declaration is a copy of a letter I signed on September 15, 2004 which 
relates to a status inquiry (entitled "REQUEST FOR STATUS") filed on the same date. 

9. I am informed that Exhibit 6 to this declaration is a photocopy of a return date- 
stamped postcard received from the USPTO mdicating the receipt of Exhibit 5 by the USPTO. 

10. At the time Exhibits 1, 3, and 5 were submitted to the USPTO, it is my understanding 
that my docket entry for this case read "PTO lost file-awaiting OA." As evidenced by my status 
inquiry letter of September 15, 2004 (Exh. 5), it was my belief that the USPTO had lost the paper 
file of *641, that we had submitted papers to the USPTO to reconstruct '641 on March 23, 2001, 
and that we had submitted an earlier status inquiry regarding '641 on September 8, 2003. At this 
point, and until being contacted by Kenyon for this declaration, it was my belief that the next 
action on this case would be taken by the USPTO, not by Kenyon. 

1 1 . During my employment at Kenyon, I do not know of a case where I filed an 
Information Disclosure Statement or a Status Inquiry m a case known to be abandoned. 

12. Durmg my employment at Kenyon, to my recollection, neither the USPTO nor 
anyone at Kenyon advised me that '641 had been abandoned. 

13. During my employment at Kenyon, to my recollection, neither the client nor anyone 
at Kenyon requested me to allow '641 to become abandoned. 

14. After leaving my employment at Kenyon, I have not been involved in prosecution of, 
or been provided information regarding' 641 until being recently advised of the present Petition. 



15. To the extent of my knowledge and belief, any delay in paying an issue fee for 
*641 jfrom the due date of the issue fee until the filing of a grantable petition pursuant to 37 CFR 
1.137(b) which occurred during my involvement with '641 was unintentional, 

I declare that all of the above statements made based on my own knowledge are true and 
that all of the above statements that were made on information and belief are believed to be true, 
and further declare that these statements are made with the knowledge that knowing, willful and 
materially false statements, as are defined under Section 1001 of Title 18 of the United States 
Code, are punishable by fine, imprisonment, or both under Section 1001, and that such 
statements may afiFect the validity of the any patent issuing fi-om '641 if the application is 
revived. 



Dated: July 13,2009 




William E. Curry 



J 



EXEEBIT 1 TO CURRY DECLARATION 




PATEWr 

Attorney Docket No. 77792/23 
M THE united" STATES PATEm^ TRADEMARK OFRCE 

In reth&Appilcatloaoft 

I ' 

^ M 

.APPUCANT(3)" :'KoII SATO, fetal 

RLED December 1. 1995 

FOR * Schetfule Ssffins and Procossing System 

EXAMINER : O^Kems.ndez 
ARTUNiT * : 2316 

,MPARMAT1QN Dl! ^^' ^T^TEMENT ^W^^^ 

Commissioner for Patents 

P.O. Box 1450 ■ 
AleamJria. VA 22313-1450 

Sin • ■ .• 

pursuant to 37 CFR § 1 .56. Ihe attention of the Patent and TradeiMi* OffiM 

he«by<Jl.Bctodfolherefemnce(s)li6tedontheat«achedPTO-1449. Unless olhaixvtee 

indicatedher€!n.onecopyofeaohmfemnceisatlached. it is «spectfuBy rBquesied 
mat th^ InfomiaQon be expressly omsWered during fte pioseoutlon of this appli«^^^^ 

and thai the referanoB(9) be made of record therein and appear amoiig the -References 
Clted-on anypatentto tssue therefrom. TTieiillngof this (nformafion DIsctosure 
■ statementandthe enclosed pro Form Nq. 1449. shaHnotbeconstniedasan . 
adml8Sionthatthalnfornia8onciteffls.prioraii;orl?oonsideredtoh8 malarialto 
pa^tabllitya9deflnedin37C.FJt$1.56{b). lt!sben8yedthatnofSesaredue.but 



autliortzsfion is hen^y fliven to charge any arfdiSojial fees di/9, or fa credit any 

cver(>aynicnt, to deposit account 1 i -^sbo. 



Respactfiilly submitted^ 
KeNYONf^KeNYON 




V/niTam E, 



RegislnatiQrtNo. 43.572 



Kenyon & K^nyon & Kenyon 
tSOO K Street N.W:- 
.V/ashIrtgUin.O.C, 20005 
te^^phone: {202)22^4200 ' 
FdcdMe: (202)220-4201 



EXHIBIT 2 TO CURRY DECLARATION 



The staspp of the Patent OfiBce hereon may be teten as acfaio\Vlcdgmg dse t&ctipt, on the date 
stmnpcid* of: 



lNVENTOR(S): 
SERIAL NO.: 
FILED: 
HTLE: 
GROUP ART: 
EXAMINER: 

PAPERS imjm: 



Koji SATO ct al 
08/750,641 
Deceiiiberl6. 1996 

SCHEDULE SETllNG AND PROCESSING SYSTEM 
2316 

O. Efimandez 



. MonnaSonDisdosure statement (2 pp.) 

. 1449A/FTO - Info. Disdosnre Statement by Applicant 

. Foreign Patent Document - CN 1090£6$A 



18 



WEC/rl 



77792/23 



November 18,2003 



EXHIBIT 3 TO CURRY DECLARATION 



PATEMT 

DcckrtNi>.77792/2a 



Af»PUCANTS 
SERIAL NO. 
FUJEO 
FOR 



KoJlSATOrelaL 

08/750,641 
1 December 

SCHEDULESErriNQANDPROCESSlNGSVSTEM 



dROUP ART UNIT 1 2:^1^ ^J^ECElVEO 
&mm< - J Hernandez ■ sE? l5lM^ 

^eJexandrla. Vlrglma ii23f3-14S0 

INFORMATION tJi5CWSUR£ STATCI/ieNT 

SIR: 

lnc«>rocTna«»w6hflppli(anWdutyofdlsclMU«under37C.FJtS1.^^^ 

ond § \Sim). »•» iefewn^s ""'^^^ 
hereby brougW to Jhe Examined aRonttan. 

submitted heretf/tlh. • 

* * * 

Th» refe*nce>.vi.re dttd In ibBEuropoan Seairf. Reportof a related 
eumpoon Patent Appllcaton. A.«.py<rf "he Sear* Wport is enclosed. 

;;iiiiiiiinintrnTr't-'i1?^V^'''"-''"^''^''" 
The underegned aBomey hereby Btoles 8»t eeihaomrfinfomuAon - 
• eontoinQd h «hte Worniaton dtedosum rfilembntwasStst dte) in any 
c.n,munIcaUonftomaforabnp^M<rfa»in.coun^^^^ 
applieattonnof n»«cthan.a«aan»ritt.sptoto.ftaflai.gofB.aWonna^^ • 

dtsdosum&tBiemont. 



H fs mspectfUiry roqudfited Wi tho fnfomiation be e)(pmi;£ly 
consitlered dlirind ihp pro&scuilbn of th^ 8ppllcaUon« find th^ the refemnces 

bd made of racprd thfif'sln and appear In Ih9 Irefemncas ckecT on any patent 
to Issue (herefiom. . 

RBspdOtfuilysubmmed, 

Ddtd: 0 September 20D4 

VWam^ Curvy 
No. 43.572) 

KENYON & KeNYO^f 
1500 K,Street. N.W. SuHeTOO 
W^shinslon, aa 20005 

(2Q2)22M200m 
C2t»)^>:>M20l Fax 
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The stan^ of file Paieol; Office hereon may be 
ftie leceipt; on the date stamped, of 




INVENTQRSj Kcgl SATO, dt «L 
SERIAL NO. : 08/750,641 
FILED : IDecember 199S 

Enclosed: DCFORMAHON DlSO-OStlRE STATEMENT. FORM 

PTO-I449, Seven eefs.. ep search kjbport 



WEC/is 77792/23 09/09/04 



EXHIBIT 5 TO CURRY DECLARATION 

FATENT 
JDocket No. 77792/23 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Inventors : Koji SATO^ et aL 

Serial No. : 08/750,641 

Filed : 16 December 1996 

For : SCHEDULE SETTING AND PROCESSING SYSTEM 

Group Art : 2316 , 

Examiner : O. Hernandez: 



COMMISSIONER FORPATENTS 
P. O- Box 1450 

Aleocaudria, Virgmia 22313-1450 

REQUEST FOR STATUS 

SIR: 

A request for continued prosecution with an [nformation Disclosure Statement 
was filed in this case on 15 March 2000. A preliminary amendment was faxed to the 
Examiner on 29 March 2000. A change of correspondence address was filed on 30 
October 2000. Thereafter, a copy of the entire file was submitted for r^-constarction of 
the lost file on 23 March 2001. A status inquiry was filed on 8 September 2003. 
Infomiation Disdosure Statements were fifed on 18 November 2003 and 9 September 
2004, respecOvefy. 

It is respectfully requested that the undersigned be infonmed when an OfRce 
Action or other communication from the Patent Office may be expected In this case. 

Respectfully submitted. 



Dated: 15 September 2004 

1600 K Street, N.W.. Suite 700 
Washington. DC 200D5 
Tel: (202)220-4200 
Fax: (202)220-4201 

505235 



KENYON & KENYON 




William E. Curry 
(Reg. No. 43.572) 
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Tlie stamp of the jfatent Office horeon may be taken as acKdOwled^g th^ receipt, 
on the date stamped, of 

1 

BwanitorCs): Koji SATO» et al. 
Serial No^: 08/750,641 
Hied: 16 Deoembcr 1996 



Enclosed 

REQUEST FOR STATUS 



WEC/is •. . 77792/23 09/15/04 
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